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INTELLECTUAL PROPERTY AND PRIVATE INTERNATIONAL LAW

Intellectual property and private international law was one of the subjects discussed at the
18th International Congress of Comparative Law held in Washington (July 2010). This vol-
ume contains the General Report and 20 National Reports covering Canada, the United
States, Japan, Korea, India and a number of European countries (Austria, France, Germany,
the United Kingdom, Spain etc). The General Report was prepared on the basis of the
National Reports.

The national reporters not only describe the existing legal framework, but also provide
answers for up to 12 hypothetical cases concerning international jurisdiction, choice-of-
law, and recognition and enforcement of foreign judgments in multi-state IP disputes.
Based on their answers, the main differences between legal systems as well as the shortcom-
ings of the cross-border enforcement of IP rights are outlined in the General Repert.

The Reports in this volume analyse relevant court decisions as well as recent legislative
proposals {such as the ALI, CLIP, Transparency, Waseda and Korean Principles). This book
is therefore a significant contribution to the existing debate in the field and will be a valu-
able source of reference in shaping future developments in the cross-border enforcement of
1P rights in a global context.

i Volume 10 in the series Studies in Private International Law
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1. This report discusses jurisdiction and applicable law in matters of intellectual property
for the country of Croatia. The general topic was discussed at the 18th Internationg
Congress of the International Academny of Comparative Law held in July 2010 in Washingion
DC. Tn accordance with detailed instructions by the General Reporter on the topj,
Professor Toshiyuki Kono, the report is divided into two sections. The first section provid-
ing a general overview of the legal system and its rules in the fields of intellectual Property
law and private international law, and the second section discussing the hypothetical cages
as if they were to be resolved before the Croatian court or other competent body.

Section I: General Overview

2. This section conlains a general overview of the basic features of Croatian law concern.
ing the cross-border enforcement of intellectual property rights. The first subsection
describes legal sources and institutional competences in the field of intellectual property
law, the second subsection analyses the rules on international jurisdiction, the third is
devoted to the rules determining the applicable law, and, finally, the fourth subsection deals
with the recognition and enforcement of foreign judicial decisions and preliminary/interim
measures.

3. Prior 1o addressing each of these issues, it seems appropriate to provide relevant
information on the Croatian legal system, in particular on the hierarchy of legal sources,
Croatia is a civil law country in which the Constitution is the fundamental legal source.!
Article 5(1) of the Constitution lays down that Croatian statutes shall conform to the
Constitution, and other rules and regulations shall conform to the Constitution and the
statutes. This equally applies to the statutes and rules, which regulate the field of intellec-
tual property law and private international law,

4. International treaties constitute an important source of Croatian law. All interna-
tional treaties in force in Croatia have priority over the national legal sources, such as stat-
utes and by-laws.? The international treaties signed by the Republic of Croatia subsequent
to 8 October 1991, the date when Croatia declared its independence, if ratified and publi-
cised according to the prescribed rules, make part of its internal legal order. Furthermore,
the international treaties to which the former Yugoslavia was a party remained applicable
in the Republic of Croatia on the condition that their provisions are not contrary to the
Constirution and legal order of the Republic of Croatia.?

! The Constitution of the Republic of Croatia, Official Gazette of the Republic of Croatia (hereinatter: OG RC)
+1/2001 (consolidated version) and 55/2001 (carrections). This consolidated version of the Constitution of the
Republic of Croatia is a compitation of texts including: the text of the Constitution of the Republic of Croatia, OG
RC 56/1990; the 1ext of the Constitutional Act on Revisions and Amendmenis 1o the Constitstion of the Republic
of Creatia, OG RC 135/1997 (consolidated version, OG RC 8/1998): the text of the Amendments 1o the
Constitution of the Republic of Croatia, OG RC 113/2000 (consolidated version, OG RC 124/2000)
of the Amendments 1o the Constitution of the Republic of Croatia, OG RC 28/2001.

* Art 140 of the Constitution states: *International agreements concluded and ratified in accordance with the
Constitution and made pubiic, and which are in force, shall be part of the internal legal order of the Repubic of
Croatia and shall be by its legal force above statutes. Their provisions may be changed or repealed only ander
conditions and in the way specified therein or in accordance with the general rules of internatienal law.

? Art 29 of the Conclusion and Implementation of International Treaties Act, OG RC 281996 expresshy pro-
vides that succession with respect to the international treaties of the predecessor state of the Republic of Croatia is
governed by the respective norms of international law unless these treaties are contrary to the Constitution of the

; and the text
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1.1 Intellectual Property Law

-5:_ This subsection is intended to provide a brief presentation of the intelle'ctual property
Jaw in the Republic of Croatia. At the outset, the intemati(.ma] and domestic lega_.l sources
are listed and described, followed by the catalogue of the mtellec_tu_a.l property rights that
can be granted or are recognised ex lege. Finally, the system of specn_al:sed and general courts
and other bodies competent to hear intellectual property matters 15 presented.

1.1.1. International and Domestic Legal Sources

6. The Croatian legal system recognises the foremost legal power to the Constitution, arfd
the basic constitutional principles underlying intellectual property matters are defined in
the televant part of Article 68 of the Constitution:

Freedom of scientific, cultural and artistic creativity shall be guaranteed.
The State shall stimulate and assist the development of science, culture and the arts.
The State shall protect scientific, cultural and artistic goods as national spiritual values.

Protection of moral and material rights deriving from scientific, cultural, artistic, intellectual and
other creative activities shall be guaranteed.

7. Immediately below the Constitution, in the hierarchy of Croatian legal sources, are
international treaties. The following multilateral treaties regulating the field of inteflectual
prdperty are in force:

Convention establishing the World Intellectual Property Organisation of 1967, supple-
mented in 1979 . i

Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS Agreement}

Paris Convention for the Protection of Industrial Property of ‘1883" .

Berne Convention for the Protection of Literary and Artistic Works of 1886 (Paris Act,
1971)

Madrid Agreement Concerning the International Registration of Marl_{s of 1891." _

Protocol Relating to the Madrid Agreement Concerning the International Registration of
Marks of 1989°

i ia and its legal order. (Prior to 1996, the Conclusion and implementation of Inlerpadonal
?:z:?::\g{ ci’r‘])g;l?. ?)G RC 5%!1991. wa.(s in force. According to Art 33 of the tormer 199{ CIITA, the intera-
tiona} treaties concluded by or accessed by the former SFRY apply in the Republic of Croatia on the basis of the
international law on the succession of states, if not contrary to the Const?tutmn and legal order of the Repubhc.).
Along the same lines there is also the Constitutional Decision on Sovereigrty and [ndependence of the Republic
of Croatia of 1991, OG RC 31/1991.

* Official Gazette of the Republic of Croatia, international Treaties (hereinafter: OG RC _IT) 12.’199? 13/1999.

* The TRIPS Agreement forms Annex 1C of the Marrakesh Agreement Esfabhshmg th‘e World Trade
Organisation, signed in Marrakesh, Morocco on 135 April 1994. The text in Lht_: Croatian language is not published
in the OG RCIT but is available in: ‘Sporazum o trgovinskim aspektima prava intelekuainog vlasmsfvg {Sporazum
TRIPS)' [‘Agreement on Trade-Related Aspects of Intellectual Property R_Jghis {TRIPS Agree'mrent) ] in O Spevec,
T Tomi¢ and Z Horvati¢ (eds), Rezultari Urugvajske runde muItiiareral_mh pregovora o n'govtm_[ The Res_u!ts of rh_e
Uruguay Round of the Multilateral Trade Negotiations} (Zagreb, Ministarstvo gospodarstva, Zakonski tekstovi,
2003).

* '%'he text published in OG RCIT 12/1993 and 3/19%9.

? The text published in OG RC IT 12/1993 and 3/1999.

* OG RCIT 12/1993 and 3/1999. The text published in OG RC IT 12/2008.

5 Entered into force in Croatia en 23 January 2004, OG RC T 13/2003, 18/2003 and 12/2608.
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Amendment of the Common Regulations under the Madrid Agreement Concerning the
International Registration of Marks and Protocol relating to that Agreement of 2008
Administrative Instructions for the Application of the Madrid Agreement Concerning the
International Registration of Marks and the Protocol Relating Thereto of 2008"

Vienna Agreement Establishing an [nternational Classification of the Figurative Elements
of Marks of 1973, amended in 1985"

Trade mark Law Treaty of 1994"

Nice Agreement Concerning the International Classification of Geods and Services for the
Purposes of the Registration of Marks of 1957"

Nairobi Treaty on the Protection of the Olympic Symbol of 1981

Universal Copyright Convention of 1952, revised on Paris in 1971%

Rome Convention for the Protection of Performers, Producers of Phonograms and
Broadcasting Organisations of 1961

Convention for the Protection of Producers of Phonograms Against Unauthorised
Duplication of their Phonograms of 1971

Brussels Convention Relating to the Distribution of Programme-Carrying Signals
Transmitted by Satellite of 1974"

WIPO Copyright Treaty of 1996

WIPO Performances and Phonograms Treaty of 19962

Hague Agreement Concerning the International Registration of Industrial Designs of 1925,
revised in the Hague in 1960 and supplemented in Stockholm in 1967, with amend-
ments of 1979, as well as the Geneva Act of the Hague Agreement Concerning the
International Registration of Industrial Designs of 1999

Locarno Agreement Establishing an International Classification for Industrial Designs of
1968

Patent Cooperation Treaty (PCT) of 1970, amended in 1979, modified in 1984 and 2004,
with 26 Amendments to Regulations under the PCT of 2009*

Patent Law Treaty of 2000,

Strasbourg Agreement Concerning the International Patent Classification of 19717

Budapest Treaty on the International Recognition of the Deposit of Microorganisms for
the Purposes of Patent Procedure of 1977%

H

OG RCIT 12/2008 and 09/2009.
" OGRCIT 12/2008.
Entered into force in Croatia on 9 May 2006, OG RCIT 9/2004.
Entered into force in Croatia on 4 July 2006, OG RC 1T 9/2004.
OG RCIT 12/1993 and 3/1999,
Entered into force on 20 November 2004, OG RC IT 7/2004 and 11/2004.
OG RCIT 12/1993 and 3/1999.
Entered into force in Croatia on 20 April 2000, GG RCIT 12/1999,
Entered into force in Croatia on 20 April 2000, OG RCIT 12/1999.
OG RCIT 4/1994.
¥ Entered into force in Croatia on 6 March 2002, OG RC IT 6/2000.
Entered into force on 20 May 2602, OG RC 1T 6/2000.
2 The Hague Act in force in Croatia on 12 February 2004, and the Geneva Act on 12 Apri} 2004. GG RCIT
14/2003 and 1/2004,
2 OG RCIT 12/1993 and 3/1999.
* Entered int force in Croatia on 1 July 1998. OG RC IT 3/1998 and 16/1996.
* With effect from | luly 2010, OG RCIT 12/2008.
* Entered into force in Croatia on 28 April 2005, OG RC IT 10/2004.
* Entered into force in Croatia on 25 November 2000, OG RC 1T 11/199% and 4/2000.
* Entered into force in Croatia on 25 February 2000, OG RC IT 11/1999 and 4/2000.
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International Convention for the Protection of New Varieties of Plants (the UPOV
Convention) of 19617

Convention on the Grant of European Patents of 1973, (European Patent Convention,
EPC} of 1973, amended by the Act revising Article 63 EPC of 1991 and by decisions of
the Administrative Council of the European Patent Organisation of 1978, 1994, 1995,
1996, 1998.3¢

8. In addition to this list, there are a certain number of bilateral treaties which directly or
indirectly concern the field of intellectual property law,” the most specific being the
Memorandum of understanding between the Government of the Republic of Croatia and
the Government of the United States of America on protection of intellectual property
rights of 1998, This Memorandum lays down a number of obligations for the parties
related to both countries’ substantive or procedural laws as well as the rule on national
treatment, However, it does not contain rules on international jurisdiction, applicable law
or recognition or enforcement of foreign judicial or administrative decisions.

9. The issues related to inteilectual property rights are regulated in the Croatian domes-
tic law by means of several statutes, including the following:

Copyright and Related Rights Act,”

Patent Act™

Trade Mark Act®

Industrial Design Act®

Semiconductor Product Topographies Act*

Protected Designation of Origin and Protected Geographical Indication of Products and
Services Act™®

Protected Designation of Origin, Protected Geographical Indication and Traditional
Speciality Guaranteed of Agricultural Products and Foodstuff Act (hereinafter: the
Geographical Indications Act)*

Agricuftural Plant Variety Protection Act®

Vines Act.*!

# Entered into force in Croatia on 1 September 2001, OG RC IT 1/2001 and 10/2001.

% G RC IT 8/2007. The revised text entered into force on 13 December 2007, The Republic of Croatia became
a member of the European Patent Organisation on 1 fanuary 2008. Previous 1o that, the Agreement between the
Government of the Republic of Croatia and the European Patent Organisation on co-operation in the field of
patents (Co-operation and Extension Agreement) of 2003, OG RC IT 14/2003 and 2/2004, was in force as of
1 April 2004,

" The Republic of Croatia concluded a number of bilateral agreements on encouraging and protecting the
foreign investments as well as those on scientific and technological co-operation which recognise national treat-
ment or most favoured nation treatment. Some are listed in 1 Gliha, Autorsko pravo |Copyright] {Zagreb,
Informator, 2000) 4, fn 15. The not-so-recent scholarship mentions the trade agreement with Czechosiovakia of
14 November 1928 (Art 26) and the trade agreement with France of 30 January 1929 (Arts 14 and 15} which con-
tain specific provisions on intellectual property rights. See B Eisner, Medunarodne privatno pravo, Knjiga 1l [ Private
International Law, Book 1I] (Zagreb, Pravni fakultet u Zagrebu, 1956) 223.

# OGRCIT 2/2004.

# QG RC 167/2003 and 79/2007.

- ™ OG RC 173/2003, 87/2005, 76/2007 and 30/2009,

* OG RC 173/2003, 76/2007 and 30/2005.

*» QG RC 173/2003, 76/2007 and 30/2009.

7 QG RC 173/2003, 76/2007 and 30/2009.

% QG RC 173/2003, 186/2003 and 76/2007.

* 0OG RC 84/2008, 75/2009, 107/2009 and 20/2010.

® QG RC 131/1997, 62/2000 and 67/2008.

* 0G RC 69/2003.
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10. Certain special issues are dealt with under the Representation in the Field of
Industrial Property Rights Act* and Administrative Fees in the Field of Intellectual Property
Rights Act,*” as well as a number of by-laws rendered on the basis of the above statutes.

I1. Unfair competition is regulated under specific provisions of the Trade Act,* apq
trade secrets are protected under the provisions of the Information Confidentialiry
Protection Act.* All cited statutes are fully harmonised with European Union law, but they
regulate only the specific issues related to intellectual property rights, while a number of
general questions are to be resolved under other statutes such as the Obligations Act,* the
Labour Act,” the Civil Procedure Act,* and the Courts Act.* Criminal offences and misde.
meanours are sanctioned in the Criminal Code® and the Misdemeanours Act.”

1.1.2 Types of Intellectual Property Rights

12. There is a traditionally rooted delineation between copyright and related rights, on the
one hand, and industrial property rights, on the ather. This distinction is also found in the
Croatian literature on intellectual property rights. This classical view, reflected also in the
first intellectual property international treaties such as the Paris Convention and the Berne
Convention, historically results from early conceptual delineations between copyright and
industrial property rights, ie copyright was understood as a part of the civil law, while the
industrial property rights were thought to belong to the field of commercial law, However,
as is evident in recent publications and in university curricula, this strict traditional deline-
ation has in the past few decades been conceptually shifting towards the commercial law
side.

13. The classification of intellectual property rights remains based on classical criteria,
These are the subject-matter of protection and the manner in which they arise. Based on
the first criterion, the following intellectual property rights exist in Croatia: copyright (ie
authors’ rights), rights related to copyright (namely, performers’ rights, phonogram pro-

¥ OG RC 34/2005.

# 0G RC 64/2000, 16012004, 62/2008 and 30/2009.

*# OG RC 87/2008, 96/2008 and 116/2008.

= 0G RC 108/1996 and 79/2007.

* OG RC 35/2005 and 41/2008.

i 0OG RC 14972009,

¥ OG SFRY 47/1977, 36/1977, 36/1980, 69/1982, 5811984, 74/1987, 57/1989, 20/1990, 27/1990 and 35/1991,
OG RC53/1991,91/1992, 58/1993, 112/1999, 88/2001, 117/2003, 8872005, 2/2007, 84/2008, 96/2008 and 123/2008.

¥ QG RC 15042005, 16/2007, 113/2008 and 153/2009.

* QG RC 11041997, 27/1998, 50/2000, 129/2000, 51/2001, 111/2003, 190/2003, 105/2004, 84/2005, 71/2006,
110/2007 and 152/2008.

** QG RC 107/2007. For more on criminal misdemeanours and offences, see cg [ josipovié¢ and R Matanovac,
‘Zadrita prava intelektualnog viasniStva u hrvatskom kaznenom i prekriajnom pravu i prilagodba europskom
prav’ [*Protection of Inteliectual Property in Croatian Crimiral snd Misdemeanour Law and Harmonisation
with European Law'] in R Matanovac (ed), Hrvatsko prave intelektualnog vigsnistva u svieriu pristupa Europskoj
uniji [ Croarian intellectual Praperry Law in the Light of Accession te the Enropean Union] (Zagreb, Narodne novine/
Drzavni zaved za intelektualno viasnisevo Republike Hrvatske, 2006) 169-220.

** A relatively strict delineation is still reflected in the curriculum of some law faculties in Croatia, the Faculty
of Law in Rijeka being an exception as at the fifth vear of law studies it offers the elective course ‘Intellectual
Property Right’ covering all intellectual property rights listed in this subsection, including copyright, regardless of
the fact that it is organised within the Chair of Commercial and Company Law. For joint treatment in the litera-
ture, see eg in R Matanovac (ed), Hrvarsko pravo intelektualnog viasnistva w svjetlu pristupa Europskoj uniji
[Croanian Intellectual Property Law in the Light of Accession 10 the Furopean Union] (Zagreb, Narodne novine/
Drzavni zavod za intelektuaine vlasnistvo Republike Hrvaske, 2006); R Matanovac (ed), Prilagodba hrvatskeg
prava intelektualnog viasnistva curopskom pravu [Harmonisation of Croatiun Intellectual Property Law with
European Law] (Zagreb, Drzavni zavod za intelektualno viasnistve/Narodne navine, 2007).
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ducers’ rights, film producers’ rights, publishers’ rights, brOfldcasting organisations’ rights,
and database rights), patent, supplementary protection certificate, consensual patent, trade
mark, coliective mark, certification mark, protected designation of origin, proteFted geo-
graphical indication of products, traditional speciality guaranteed, and plan_t variety r‘ight.
The Croatian literature has generally held both the protection against unfair competition
and know-how to be industrial property rights, irrespective of the fact that they are not
protected by an exclusive right such as patents, trade marks and similar rights.” There is
also trade name protection. Based on the manner in which they arise, intell_cctual property
rights in Croatia may be either those which arise ex lege (unregistered rlght?ﬁ). or thgse
which are granted under a state administrative act (registered rights). The rights which
typically arise ex lege, ie by the very fact that certain statutory conditions are fulfilled, are
copyright and related rights, while those arising only when granted by the act of a state
body are patent, supplementary protection certificates, consensual patent, trade mark, col-
lective mark, certification mark, protected designation of origin, protected geographical
indication of products, traditional speciality guaranteed, and plant variety right.

. 14. There is no scope here for more detailed analysis of the various aspects of intellec-
tual property rights in Croatia. Further information may be found in the English language
overview of the matter in comparative law collections.™

1:1.3 Bodies Competent to Decide Intellectual Property Matters

1‘1!5 The competence for deciding intellectual property cases in the Republic of Croatia is
divided between the administrative bodies and the courts. Among the administrative bod-
ies, the State Intetlectual Property Organisation of the Republic of Croatia (hereinafter: the
SIPO) is the most active in this field, being competent to grant the following Croatian reg-
istered intellectual property rights: patents, supplementary protection certificates, consen-
sual patents, trade marks, collective marks, and certification marks. The N_Iinistry (?f
Agriculture is authorised to grant geographical indications: protected designation of ori-
gin, protected geographical indication of products, and traditional speciality guarantee.”
The Ministry of Agriculture and the Institute for Seed and Seedlings are jointly authorised
to grant plant variety rights.* .
16. The respective administrative bodies, the SIPO and the Ministry of Agriculture, in
addition to registration (grant) of intellectual property rights, are also competent for decid-
ing on the invalidity, abandonment, revocation etc of these rights. Thus, the Patent Act
provides that the SIPO shall conduct the administrative proceedings for granting the pat-
ent and consensual patent as well as the supplementary protection certificate.” It is further
laid down that the claim for invalidity of a patent shall be brought before the SIPO, the
request for abolishing the decree on granting the patent,” as well as that the legal effects of

5} See A Verona, Pravo industrijskog viusnideva [ Industrial Praperty Law] (Zagreb, Informator, 1978) 2-3.
- See H Sikiric, [ Gliha and M Vukmir, Inzeflectual Property — Croatia, International Encyclopaedia of Laws, supp
36 (Kluwer Law International, The Hague, 2006). -

% Arts §(1) and 9 of the Geographicai Indications Act.

= Art 17(1) of the Agricultural Plam Variety Protection Act. )

S Art 15(1) of the Patent Act. Similarly, in relation to granting trade {narks‘ sce Art 4 of the Trad:_z Ma:k_Act. and
in relation 1o granting an industrial design, see Art 14 in conjunction with Art 23(1) of the Industrial Design Act.

% Arts 50(1) and 108m of the Patent Act. Similarly, in relation to cancellation of a trade mark, see Art 46 of the
Trade Mark Act, in relation to invalidity of a trade mark, see Arts 49-51 of the Trade Mark Act, and in relation to
invalidity of an industrial design, see Art44(1) of the Industrial Design Act.

5 Art 86(1) of the Patent Act.
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the qualified statement of abandoning the patent are conditional upon delivery of thy
statement to the SIPO.* All first-instance decisions rendered by the SIPO may be appealed ¢
The Board of Appeals is the body competent to decide all above-mentioned matters in the
second instance. There is also a judicial review available against al unappealable adminjs.
trative decisions; it may be initiated before the Administrative Court of the Republic of
Croatia.

17. All the above-mentioned matters are reserved exclusively for the Croatian adminjs.
trative bodies and may under no circumstances be decided by any other body, including the
Croatian courts, not even when they are faced, for example, with the issue of invalidity of 5
registered right as an incidental question needed to be resolved prior to deciding on the
main disputed issue. The exception to this general rule relates to the invalidity of a regis-
tered industrial design, so the defendant may attempt to prove invalidity of the disputed
registered industrial design in the court proceedings.”

18. The court competence related to registered intellectual property rights is thus gener-
ally limited to the following matters: deciding on the contracts involving any sort of trans-
action concerning the intetlectual property rights, determining the person entitled to claim
protection (prior to claiming the protection, and upon the registration), ordering the entry
of the inventor's name in a patent application or a patent, determining the infringement
and ordering the wrongdoer to terminate the acts of infringement, ordering the seizure
and/or destruction of the infringing objects, ordering compensation of damages on the
basis of the damage reparation provisions, ordering payment of the usual compensation,
ordering restitution or compensation on the basis of the provisions on the condictio sine
causa, ordering the publication of the judgment, and ordering delivery of information.s*
The courts are also competent to decide all issues (contractual, non-contractual, entitle-
ment, existence, etc) related to non-registered rights such as copyright and related rights,
unfair competition and trade secrets. Here, the referred courts are those couris specialised
in commercial matters: the Commercial Courts in the first instance,* and the High

Commercial Court in the second instance.®® There is also the possibility of review by the
Supreme Court of the Republic of Croatia.* These courts are, moreover, competent in pro-
ceedings on securing evidence and rendering preliminary/interim measures in commercial
cases,”” such as those concerning the delivery of information and securing of evidence, tem-

% Art 76(1) of the Patent Act, Similarly, in relation to the statement on abandoning the trade mark see Art
45(3} of the Trade Mark Act, and in relation to the statement on abandoning the industrial design, see Art 43{1)
(2) of the [ndustriaf Desigr Act.

* Art 8B(1) of the Patent Act, Art 47a(1) of the Trade Mark Act, Art 52a(1) of the Industrial Design Act. In the
<ase of plant variety rights, the first-instance administrative decision on gramt or refusal of the protection is
appealable and the second-instance decision is rendered by the Appeals Committee {Ant 26 of the Agriculzural
Plant Variety Protection Act). On the contrary, the first-instance decision of the Ministry of Agriculture in the
proceedings for grant of geographical indications are not appealable, but may be challenged before the
Administrative Court of the Republic of Croatia { Art 48(1) of the Geaographical Indications Act).

*# Art 56b of the Industria} Design Act.

* The listed claims are envisaged in Arts 95a-95g and 95i of the Patent Act. Similarly, in relation 1o trade
marks, see Arts 76-79a of the Trade Mark Act, in relation to the industrial design, see, Arts 54-56a, 56¢ and 57 of
the Industrial Design Act, and in relation to plant varieties see Arts 41—46 of the Agricultural Plant Variety
Protection Act.

** There is a concentrated territorial jurisdiction of only four Commercial Courts in Croatia, in Osijek, Rijeka,
Split and Zagreb, pursuant to Art 4 of the Courts’ Tesritorics and Act (OG RC 85/2008).

* Art 34b({1)(8) and (9) of the Civil Procedure Act and Art 22{1) of the Courts Acr.

* Art 24{1) of the Courts Act.

& Art 20{1)(7) and (8) of the Courts Act.
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porary termination of infringement,* as well as all preliminary_measu._:res generally appliFa-
ble pursuant to the Enforcement Act, in all types of cases, including those concer?ltxﬁg
intellectual property rights. Specifically, the Paten_t Act provides for thf.- com;::tence of ) e
Commercial Court in Zagreb in matters on granting the compu!sor‘y licence,” whereas or
granting the compulsory licence for use of the protected plant variety, the competence is
vested on the ministry competent for agriculture matters.” o .

15. The enforcement proceedings which are cancerned with intellectual property nght:s
are carried out before the courts normally competent for enforcement. However, there_ls
one legal particularity in such cases: an ex officio duty of the en'forcer{lent court to notify
the SIPO of the enforcement over a patent, trade mark, industrial ?es1gn, etc for the pur-
pose of making the entry in the respective register kept‘ by the SI?O. ! An analogous duty is
provided for the insolvency court where a patent is mclu.ded in the msulve.ncy debfors
assets,” while in relation to trade marks and industrial designs, no 51.1ch dufy is prescribed
but it is stated that the entry on insolvency is registered in the respective register kept by the
SIPO upon the request of the competent bc»cly.f3 . o

~20. At this point, it seems necessary to offer information on the volume of mfrmgen_':ent
cases before the Croatian courts and share of specific types of. mtellectual'propertcy right.
This information may provide an insight into the actual situation concerning the mtel!ec~
tual property enforcement and explain the reasons for t_he lack of Fross-bc_;rder cases cited
in this report. The available information relating to infringement gives an idea of the (we:r-f
all i[')icture. According to the official statistical report for ?009, there was a tota}] number o
945 lawsuits for intellectual property infringement submitted before the C::oanan commer-
il courts, out of which 739 relate to enforcement of t'he copyright regime of collective
management, 113 to individual enforcement of copyright, 4_1 o er?forcen?em of trade
marks, 12 to enforcement of patents, 11 to enforcement of industrial de_sngn3 and 9 to
enforcement of geographical indications. There were 235 appeal cases received in 2009-b})i
the High Commercial Court, in addition to 411 appeal cases pending before the Hig
Commercial Court in that year.”

1.2 International Jurisdiction

21. This subsection devoted to international jurisdiction is intended to prov:de.an over-
view of the following issues: the international and domestic legal sources governing juris-
diction issues, general grounds for exercising and declining international jurisdiction, and
the choice of court agreements.

i i i-93 imilarly, in relation to trade marks, see Arts

* These measures are envisaged in Arts 95i-951 of the Patent Act. Similarly, T s
79a~79d of the Trade Mark Act, and in relation to industrial design, see Arts 56¢-56f of the Industrial Design Act.

% Art 67a(1) of the Patent Act. Al Plant Variety Protection Act
* Arts 38{2) and 40 of the Agricultural Plant Variety Protection _ N

" S:eseg :in} 62a{3) of the Patent Act, Art 40 of the Trade Mark Act and Art 40 of the industrial Design Act.

™ Art 62b of the Patent Act. )

f 3 1 Act.

" art 41 of the Trade Mark Act and Art 41 of the [ndustrial Design o . .

% §IPO ‘Statistical report on the infringements of intellectual property rights in Cm;n ia: Annual repgrt_ZDO‘)
(Zagreb, March 2010), available online at www.dziv.hr/en/webcontent/file_library/inf_sources/pdffizvjesce_

povrede_IV_2009_ENG.pdf, 99.
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1.2.1 International and Domestic Legal Sources

;2. Crogtla 15 a party to no multilateral international convention which contain rufes
international jurisdiction relevant to this report.” The only multilateral conventions re] o
to_thc topic of this report are those which regulate arbitration issues.™ Because the foc: o
this Teport is not on arbitration, further comments related to arbitration rules will be sgf
iny il?cidental]y. There are a few bilateral conventions containing provisions on jmf:;a ‘
no_nail Jurisdiction. A case in point is the 1960 Convention on Legal Assistance in Civi] ;:] ’
Criminal Matters with Poland,” Article 43 of which provides for jurisdiction in contrnd
cases, except for those related to immovables, which is based on the criterion of the defer?gt
ant’s residence. For jurisdiction in tort cases, there are several alternative criteria: the pl .
where the tortious act was committed, the place of the defendant’s residence, and the p]ace
where the defendant’s property is located. phace
23. The basic domestic legal source for three following subsections on conflict of law
{ 1.3.2,1.3.3 and 1.3.4) is the Resolution of Conflict of Law with the Laws of Other Countrie:
in Certain Relations Act (referred to hereinafter as the PIL Act).” This Act dates back to the
carly 1980s and was only marginally modified when incorporated into Croatian law
19917 This is the codification of both the conflicts and procedural rules relevant to ma:
ters h.aving international elements. It applies whenever international treaties in force in
Croa?lla or special domestic laws do not contain a specific rule. There is a2 number of fege
specialis which contain rules regulating only limited number of legal relations, some gf
which are relevant to the topic of this report such as the Legalisation of Doct;ments in
International Relations Act,® the Civil Procedure Act® the Enforcement Act® the
Insolvency Act® and the Arbitration Act.® ‘

* Croatia is a party to multilateral conventions regulating i i jurisdiction i i
' Lz gulating international jurisdiction in 1ort i
wa_sﬁcl collisions, nuclear damage, oil poliution and transport. J r cases nvolving cg
The most important of these canventions are; the New York Convention o ith
The m n s the n Recognition and Enforcement of
z}rburatlo_n Deas.lons_ot 1958, SFRY IT 11/1981 and OG RC 1T 4/1994; the European Convention on Imernati]:;njj
(__ommercml Arbitration of 1961, OG SFRY IT 12/1963 and OG RC IT 4/1994: the Washingion Convention on
bfettlmg the Investment Disputes berween the States and Nationals of Other Sates of 1965, OG RC IT 2/1998: as
wellas Ihe_Prom(ol on Arbilr.ation Clauses of 1923, 0G FPRY IT 4/1959 and OG RC IT 4/1994 and the Convem;nn
on_?.x(S?UOT of Foreign Arbitral Awards of 1927, OG FPRY IT 4/1959 and OG RC IT 4/1994
j ficial Gazette of the Socialist Federal Republic of Yugosiavia (hereinafter: OG SF - 5
. §n[ergd g paette of the Soculist : RY) - Addendum 5/1963,
j O}GhSFRY 43/1982 and 72/1982, OG RC 53/1991.
™ Although there has been an initiative to draft a new legislation, i i
] gislation, it has been losing momentum, probably due
W the anticipated Croatian snembership in the European Union, after which the EU legal inslrumerﬁ:. on pl?'ivate
{nlerl-'tauomi law wili b'ecome applicabie on these basis. The discussion, nevertheless, yvielded the proposal on the
Lﬂnﬂl'cfb rules and _pamal response, as well as some sporadic apinions. See, K Sajko, H Sikirié, V" Boucek, [r Babic
and N Tepet, Izvori hf-va!skog feuropskog medunarodnog privatnog prava | Sources of Croarian and Evropean Private
'Im'emahonal Law, (Z.agreb,. Informater, 2001) 259-340; P Saréevic¢ and V Tomijenovi¢, ‘Primjedbe na teze za
g&ko? o l:l:lf?dundr:)dnonl privatnom pravu, autora prof dr Kredimira Sajka, prof dr Hrvoja $ikinca i doc dr Vilima
‘,OULL‘LE 1 Remarm to the Thesis for the Private International Law Act Proposed by Prof Dr Kresimir Sajko, Prof
Dr Hrvoe Sikiri¢c and Assist Prof Dr. Vilim Boucek’| (2001 22 Zbornik Prinwag fakulieta Sveudilista u 'Rl}'cci
[Cﬂﬂfrh.‘d‘Pﬂpers of the Law Faculty of the University of Rijeka) 633-75.
™ OG SERY 6/1973 and OG RC 53/1991.
 OG SERY 47/1977, 30/1977, 36/ 1980, 6371982, 58/1944, 74/1987, 57 7
: : . : 2, . 7. S7/1989, 20/1990, 27/1990 5/199
OG RC 33/1991,91/1992, 58/1993, 112/1999, 88/2001 and 117/2003. f nd 509
- ?g FR(C 5771996, 2971999, 173/2003, 13142004 and 88/2005.
2L C 44/1996, 16171998, 29/1999. 129/2000, 123/2003, 197/2003, 187 2
00 e i, L 1972003, 18772004 and 82/2006.
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1.2.2 Grounds for Exercising and Declining International Jurisdiction

24. This beading provides an insight into the grounds for establishing and declining inter-
national jurisdiction. The basic features of the system are explained at the outset, followed
by the general grounds of international jurisdiction and special grounds for torts, contracts
and other matters, Finally, the choice-of-court agreements and arbitration agreements are
briefly described.

1.2.2.1 The System of International Jurisdiction

25. The provision of Article 27 of the Civil Procedure Act provides that the Croatian courts
are competent to hear international cases where it is provided by a statute or an interna-
tional convention, meaning that Croatian legal system does not allow judicial discretion
similar to the common law doctrines of forum non conveniens or forum conveniens.
Consequently, a Croatian court may establish its jurisdiction in an international case only
where there is a provision conferring such jurisdiction upon the Croatian courts and the
circumstances of the case fall within it. It may decline its jurisdiction only where such pro-
vision does not exist, or where the application of the provision to the circumstances of the
case does not result in the internationa) jurisdiction of the Croatian courts.” The court’s
task of establishing or declining jurisdiction is not contingent on the parties’ submissions,
since the court has to ex officio verify its international jurisdiction 1o adjudicate in casu® It
is also important to note that Croatian law adopts the doctrine of perpetuatio iurisdictionis,
meaning that for the purpose of examining its international jurisdiction the Croatian court
looks at the circumstances that existed at the moment the proceedings (corresponding to
the German notion of Gerichtsanhdngigkeit} or litigation (lis pendens, corresponding to the
German notion of Streitanhingigkeity commenced, depending on the interpretation adopt-
ed.¥ Therefore, subsequent change of the relevant circumstances of the case on which the
jurisdiction may be based does not affect the international jurisdiction of the Croatian

courts®®

# See M Dika, in M Dika, G Kne#evié and S Stojanovié {eds), Komentar Zakona o medunarodnom privatnom i
procesnom pravu [Commeritary on the Statute o Private International and Procedural Law) (Belgrade, Nomos,
1991) 176.

% See At 15 of the Civil Procedure Act.

¥ [ is highiy debatable in the Croatian legal doctrine whether the provision of Ast 81 of the PIL Act, which
actually defines this moment ta be the commencement of litigation (ie the moment when the defendant is deliv-
ered the lawsuil), is to be understood literally, or should be taken as an editors’ mistake and construed in line with
the perperuatio fori rule for domestic cases which takes into consideration the momemn when the proceedings are
commenced (ie the moment when the lawsuit was submitted to the court) which precedes the moment when the
defendant received it. The former position is favoured by Dika, in Dika, Knezevi¢ and Stojanovi¢, above n 85, 261,
as well a» adopted in the relatively recent decision of the Supreme Court of the Republic of Croasia. The latter
interpretation is upheld by P Bosnié, Hrvatsko medunaredno privatnio § procesno prave, Knjiga [1{ Croatian Private
Internationial and Procedural Law, Book II1 (5plit, Pravni fakultet u Splitu, 2003) 17; © Vukovi¢ and E Kunstek,
medunaradne gradansko procesno prave | International Civil Procedural Law] {Zagreb, Zgombic & Partneri, 2003)
85. Vukovi¢ and Kunstek disagree with this legislative solution. The latter interpretation has also been present in
certain lower court decisions such as the decision of the Commercial Court in Rijeka P-633/00 of 30 December
2002, confirmed by the decision of the High Commercial Court P2-1487/03 of 13 May 2003,

# This does not apply in cases when its jurisdiction depends on the defendant’s (1acit] consent. See below
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1.2.2.2 General Grounds

26, The rules of the PIL Act that are pertinent to establishing the international jurisdiction
of the Croatian courts and other bodies in intellectual property cases are primarily those
on general jurisdiction. The Croatian courts shall have international jurisdiction if the
defendant is domiciled in Croatia. The Croatian courts shall also have jurisdiction if the
defendant is domiciled neither in Croatia nor in another country, but has residence in
Croatia. If the litigants are Croatian nationals and the defendant has residence in Croatia
the Croatian courts shall also have international jurisdiction to hear any type of case. The)
jurisdictional rule on joinder of parties provides that if two or more defendants are sued o
the same legal and factual grounds, and between whom this legal and factual connection
existed even before the lawsuit was initiated (Croatian materijalni suparnitari, correspond-
ing to the German notion of materielle Streitgenossenschaft}, the Croatian courts shall have
supplemental jurisdiction to adjudicate the case against all defendants, provided one of
those defendants has domicile or seat in Croatia.®® There is a further rule on the genera)
head of jurisdiction concerning the proceedings against a Croatian national who lives
abroad where he or she has been sent on duty or to work by a state body, a company or
another legal person. in such a case the Croatian courts shall have jurisdiction, provided
that the Croatian national in question was domiciled in Croatia.®

27. Although not reported to have been used in practice since the late 1960s,% it is neces-
sary 10 mention here the provision of the PIL Act on the so-called retorsion head of juris-
diction: where the law of a foreign state provides a criterion for establishing the jurisdiction
of its courts in the proceedings against a Croatian national, the same criterion, although
not provided in Croatian law, may be used for establishing the jurisdiction of the Croatian
courts in the proceedings against the national of that foreign state,”

1.2.2.3 Special Grounds in Torts and Contracts

28. Further heads of jurisdiction concern special legal relations such as contracts and torts,
and although none of them specifically refers to intellectual property, they may be applied
in these cases as well.

29. In addition to the general heads of jurisdiction, all of which may be used in 1ort
(including the infringement of intellectual property) cases, special head jurisdiction for
torts provides that the Croatian court shall have jurisdiction if the damage has occurred on
the territory of the Republic of Croatia.” The Croatian scholarship is divided in interpret-
ing this provision. Some tend to believe that the phrase ‘damage occurring in the Republic
of Croatia’ has to be construed in a limited sense to encompass only those situations in
which the place of the damage, i¢ the consequences of tortious act (locus damni) is in
Croatia.* Other scholars hold that irrespective of this phrase the broader interpretation
would be in line with the doctrine of ubiquity according to which the damage occurs both,
in the place where the tortfeasor acts (locus actus) and in the place where the consequence

7"" Art 46{1)-(4} of the PIL Act. 1t has to be pointed out that where a provision of the PIL Act designates juris-
t_:hc_tion to Croatian cousts or other bodies based on Croatian nationality, in the case of stateless persons such
jurisdiction shall exist provided that person is domiciled in Croatia (Art 51 of the PIL Act)

* Art 52 of the PIL Act.

" See the references by Dika in Dika, Knezevi¢ and Stojanovi¢, above n B5, 178,
Art 48 of the PIL Act.
** Art 33(1) of the PIL Act.
* Dika in Dika, Knefevié and Stejanovié, above n 83, 197,
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of such wrongful action is felt {Jocus damni).** However, this would exclude the possibility
of bringing a lawsuit in Croatia if only an indirect damage occurs there, as has been con-
firmed several times over the past 15 years by the Supreme Court of the Republic of
Croatia.® The judicial interpretation of this provision, ie of the scope of the locus delicti
commissi, in the event of an infringement of an intellectual property right has not been
reported. Likewise, the Croatian scholarship, because discussing this issue primarily within
the European Union context, did not take either position.” Thus, the issue whether an act
taking place in the territory of one country may quality as an act of infringement of the
right protected in another country for the purpose of establishing jurisdiction, remains
unanswered in the Croatian law. What has been clearly stated in the legal scholarship
already in the 1950s is that the principle of territoriality does not prevent the courts of one
country A to enforce an infringed intellectual property right (copyright, patent or another
right) protected in another country B if the acts of infringement have been committed in
that other country B.*

30. Additionally, the international jurisdiction in tort may be based on the tacit proro-
gation where a defendant enters a plea in merits without challenging the jurisdiction.” Yet,
based on the wording of Article 53(1) of the PIL Act, it appears that Croatian law does not
allow parties to explicitly agree on international jurisdiction in tort cases. This may be
explained by the reasons of protection of the injured party, which is generally the weaker
party in this relationship. Although it is held that an injured party’s agreement on choice of
court before damage occurred should not be allowed, such consent subsequent to the
occurrence of damage is not considered harmful to the injured party’s interests, and thus
tacit prorogation would be possible. In any case, the situations in which the injured party
will be in the defendant’s position are relatively rare, lessening the practical importance of
this provision in tort cases. All criteria for international jurisdiction available in tort cases
are available also to the plaintiffs in the proceedings against insurers on the grounds of
direct action for third-party liability, provided that direct action is allowed under the

" K Sajko, ‘Perspektiva razvoja medunarodnog privatnog prava: O Briselskoj i Luganskoj konvenciji ©
nadleznosti i izvedenju odluka u gradanskim i trgovackim predmetima { kako Hrvatsko pravo uskladiti s im kon-
vencijama’ [*Development Prospect of Private International Law: On the Brussels and Lugane Conventions on
Jurisdiction and Enforcement of judgments in Civil and Commercial Matters and How to Harmonise Croatian
law with these Conventions'] in N Gavella et al {eds}, Hrvatske gradanskopravna uredenje i kontinentalnoeurapski
pravai krug | Croatian Civil Reguiation and Eurocontinental Legal Circle], 2nd edn (Zagreb, Pravni fakulter, 1994)
239; V Tomljenovié, Posebna medunarodna nadleznost u sporovima izvanugovarne odgovornosti za dtetu — neka
orvorena pitanja tumacenja i kvalifikacije’ [‘Special International Jurisdiction in Non-Contractual Disputes —
Some Open Questions of Interpretation and Qualification’] {1998) 19 Zbornik Pravmog fakulteta Sveutilidra u
Rijeci [ Collected Papers of the Law Faculty of the University of Rijeka) 867, 907-8.

% In the Supreme Court of the Republic of Croatia decision Rev 2390/94 of 3 September 1997, published in
(1998) 4 Sudska praksa (Court Practice] 91, it was clearly stated that the term ‘occurrence of damage’ means the
bodily injury, death or damage 10 a thing. This was transformed in1e legal opinion accepted at the meeting of the
Supreme Court Civil Law Section (111/07} Su-[Vg-46/2007-3 held on 26 February 2007. See also the Supreme
Coust of the Repubtic of Croatia decisions Rev-758/1995-1 of 6 May 1998, accessible at: sudskapraksa vszh.hs/
supra/, and Rev1-51/03-2 of 27 February 2007, accessible at: sudskapraksa.vszh.hr/supra/.

* | Kunda, ‘Medunarodna nadleznost u postupcima povodom povrede prava intelekiuainog viasnistva u
europskoj uniji: priprema za izravnu primjenu acquise’ |'International Jurisdiction in the Proceedings for
Infringement of Intellectual Property Rights in the European Union: Preparation for Direct Application of the
Acquis] in R Matanovac (ed}, Prilagodba hrvatskog prava intelektualnog viasnifrva europskom pravu [ Harmonisation
of the Croatian Intellectual Property Law with the European Law] {Zagreb, Drisvni zavod za intelektualno
viasniitvo/Narodne novine, 2007) 297-300,

* Eisner, above n 31, 208.

* Art 50 of the PIL Act.



490 Ivang Kunda

applicable law, as well as for recourse against regress debtors on the grounds of liability for
damages.'®

31. In contracts, the international jurisdiction of Croatian courts may be based on the
above-mentioned general headings as well as several special headings of jurisdiction. In the
proceedings concerned witha claim involving an economic interest'® (Croatian imovinsko-
pravni zahtjev, corresponding to the German notion of vermc'jgensrechlicherAnspruch), the
Croatian courts shall have jurisdiction if the defendant’s property or the object claimed in
the lawsuit is located in Croatia.!®? Likewise, the Croatian courts shall have international
jurisdiction in respect 1o obligations which were created during the defendant’s stay in
Croatia.'”” In the proceedings against a natural or legal person having its seat abroad, con-
cerning the obligations created in the territory of Croatia or to be performed in the terri-
tory of Croatia, the Croatian courts shall have international jurisdiction provided that this
person’s representative or agent is located in Croatia or a company which has been entrusted
to carry out the business on its behalf is located in Croatia.'® It has been confirmed thai the
mentioned criteria needs to be fulfilied cumulatively, meaning that the fact that the defend-
ant’s agent is in Croatia is insufficient if the obligation either has to be created or has to be
fulfilled in Croatia.’® Additionally, the parties may explicitly agree to confer the jurisdic-
tion in contract to the Croatian ¢ourt, provided that at least one of them is a Croatian
national or a legal person having seat in Croatia.'® The jurisdiction in contract may also be
based on the tacit prorogation where a defendant enters a plea on the merits without chal-
lenging the jurisdiction.'” As in the case of infringement, the Croatian scholarship has
declared a long time ago that it is not contrary 0 the principle of territoriality to decide on
2 contract related to a foreign intellectual property right {publishing contract, patent
licence agreement etc) because enforcing a contract at dispute against the holder of the
right does not amount to denial of the right irself.’®

32. It has been submitted in Croatian scholarship that the forum solutionis rule deter-
mining the domestic territorial jurisdiction'” can be used as the special heading of interna-
tional jurisdiction for both to71s and contracts.?? This seem to be an incorrect approach,

W Art 53(2) of the PIL Act.

181 This does not include tite rights i rem in an immovable o tenancy rights. Pursuant to Art 36 of the PIL Act,
the actions cancerning such rights are subject 10 the exclusive jurisdiction of Croatian courts if the immovable is
located in the territory of Croatia.

102 Art 54(1) of the PIL Act.

- Ant 34(2) of the PIL Act.

4 At 55 of the PIL Act. For more details on the interpretation of the provision see D Babié, ‘Medunarodna
nadleznost za UOVOTHE SPOTOVE U europskom, hrvatskom 1 americkom pravu’ [‘Internat':onal_]urisdiction for
Contractual Disputes in European, Croatian and American Law’} (Doctoral Thesis, University of Zagreb, Faculty
of Law, 2005) 241-50.

195 The Supreme Court of the Republic of Croatia, Rev-79/91 of 21 January 1992, cited in: Sajko et al, above
n 79, 160-61.

W art 491(2) of the PIL Act.

7 Art 30 of the PIL Act

i B Eisner, above n 31, 208

@ Are 33(3) of the Civil Procedure Act. ) )

9 Babic, above n 104, 220 et seq; [ Rabi¢. “Medunarodna nadleinost prema myestu ispunjenja ugovorne
obveze u eurapskom i brvatskom pravu’ |‘Internanonal Jurisdiciion Based on the place of Performance ot
Contractual Obligation in European and Croatian Law'] in ¥ Tomljenovi¢, E Culinavic Hercand V Buterac (n?d.s).
Hrvarska na puti prema guropskam pravas udnom podrudju: Rjesavange trgovackih i potrosaikih sporova | Croana on
the Way ro the European Judicwl Area: Resolving Commercal and Consunier Drisputes, {Rijeka, Pravi iakultﬂ_
sveucilista u Rijeci, 20091 112 et seq. Se¢ 2bho the decisions of the High Commercial Court: P£-2826/93 of
1 February 1994, Pz-2698/96 of 14 January 1997, P2-2622/99 af 6 Tuly 1999 Un contracts) and Pz-2468/96 o
25 Novernber 1997 and P2-3092/97 of 9 December 1997 (in 10713}

g
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since the provisions on domestic territorial jurisdiction may be ‘converted” into the
provisions on international jurisdiction only under the condition that there is no special
Provision on international jurisdiction for these types of legal relations in Croatian law. !
Given that there are such special provisions, which are cited above, there is no room for
expanding the international jurisdiction of Croatian courts in these matters.'"?

1.2.2.4 Special Grounds in Certain Other Matters

33. Anadditional question that needs to be addressed within this subsection is international
jurisdiction 1o decide on the issues such as grant (registration), validity, abandonment,
revocation, etc of an intellectual property right, international jurisdiction to decide who is
the initial holder (initial entitlement) of an intellectual property right and international
jurisdiction to decide on granting the compulsory licence. Neither of these issues is explicitly
mentioned in any of the provisions on international jurisdiction in the international con-
ventions to which Croatia is a party, or in the Croatian statutes.

34, As for the international jurisdiction to decide on granting the compulsory licence,
one may doubt whether the provision in the Patent Act which provides for the competence
of the Commercial Court in Zagreb'* may by analogy be used for establishing interna-
tional jurisdiction on the basis of already cited Article 27 of the Civil Procedure Act.'™ The
affirmative answer to this question might be supported by the fact that the relevant provi-
sion of the Patent Act determines the subject-matter-specific domestic territorial jurisdic-
tion, it its concentration in Zagreb, and that consequently may be transformed into the
rule on international jurisdiction because there is no special provision on international
jurisdiction for this type of legal relation in Croatian law.

35. However, such a gap-filling technique would not be helpful for the remaining issues,
since there are no rules on domestic territorial jurisdiction applicable to them, either
because they are not mentioned in any of the subject-matter-specific rules on domestic ter-
ritorial jurisdiction (initial entitlement dispute), or because there is 2 single administrative
body in Croatia which has competence {grant or registration, validity, abandonment or
revocation). Therefore, all these matters may be decided by the Croatian court where such
jurisdiction can be based on the general headings of jurisdiction or on retorsion headings
of jurisdiction as described above. An interesting issue ariscs as to the possibility to estab-
lish the jurisdiction of Croatian courts on the basis of a parties’ agreement, discussed in
more detailed below.''

36. In the context of international jurisdiction, it is important to further note that in
the situation of simultaneous lis penidens before a Croatian court and a foreign court, the
Croatian court shall suspend the proceedings at the request of either of the parties,

O Art 27 of the Civil Procedure Act.

12§ Grbin, ‘Nadleznost sudova u gradanskim stvarima s medunarodnim elementom’ [Jurisdiction of the
Courts in Civil Matters with and International Element’] (1996) 35 Prave u gospodarstvu | Law in Economy] 227,
234; V Tomljenovié, ‘Pravila o mjesno} nadleznosti u funkaiji pravila o medunarodnoj nadleznosti: kada i kako?’
[“The Rules on Territorial Jurisdiction as Rules on International Jurisdiction: When and How?'] {1998} 2
Viadavina prava [ The Rule of Law] 93, 104.

11 aApt 67a(1) of the Patent Act.

s according 1o the second sentence in this provision, the Croatian courts shall be competent to decide an
international case irrespective of the fact 1hat neither international treaties nor domestic statates provide for any
grounds of international jurisdiction for a specific Type of legal matter (a subject-marter-specific international
jurisdiction), based on subsidiary application by analogy of the rules on domestic territorial jurisdiction to the
international cases.

15 See below 1.2.3.
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provided that: a) both disputes are between the same parties and in the same legal matter,
b) the proceedings before the foreign court commenced carlier, ¢} the legal matter does
not fall under the Croatian rules on exclusive international competence, and d) there i,
reciprocity."

1.2.3 Choice-of-Court Agreements

37, In addition to what was previously briefly presented regarding the choice of court as
the ground of jurisdiction, the attention here is on choice-of-court agreements. The PIL
Act contains no provisions on the validity of such agreements, save for the conditions
which differ depending on whether the jurisdiction of Croatian court is prorogated or det-
ogated. In the former case, the jurisdiction may be conferred on the Croatian courts only if
one of the parties is a natural person of Croatian nationality, or a legal person having its
registered seat in the Republic of Croatia. If the parties wish to confer jurisdiction to a for-
eign court and at the same time derogate from the otherwise existing jurisdiction of the
Croatian court, their agreement is recognised by Croatian courts, provided that: a) at least
one of the parties is a foreign national or legal person having seat in a foreign country (not
necessarily the one whose courts are chosen), b) the matter is not related to personal status
or family including marital relations, and ¢) the matter does not fall within the exclusive
jurisdiction of the Croatian courts."” As stated above, based on the wording of the provi-
sion of Articie 53{1) of the PIL Act, it appears that Croatian law does not allow parties to
explicitly agree on international jurisdiction in tort cases. '

38. The above-mentioned provisions do not directly resolve the issue of whether it is
possible to derogate from the Croatian jurisdiction in favour of a foreign jurisdiction in
matters such as grant or registration, validiry, abandonment or revocation of an intellectual
property right, or granting the compulsory licence. Because intellectual property rights are
not among the matters explicitly excluded from the prorogability and derogability in the
PIL Act, there is no explicit rule that would invalidate such an agreement if general condi-
tions are met.® Nevertheless, one could argue that the PIL Act cannot be understood as
all-encompassing, and that it does not remain unaffected by other provisions, including the
implicit ones. Perhaps the concept of a ‘settleable claim, a claim in respect to which it is
permissible to settle (Croatian pravo kojime s moze slobodno raspolagati, German Rechte,
iiber die die Parteien frei verfiigen kinnen, French le droit sur lequel il est permis de transiger),
might be applied to clarify the discussed issue. This concept is explicitly used in the
Arbitration Act as a delineating criterion between arbitrable and non-arbitrable legal mat-
ters.'”” By applying this criterion, the court could establish its jurisdiction based on the
choice-of-court agreement in neither of the listed matters, because the parties’ settlement is
not allowed in these matters.'

*» Art 80 of the PIL Act.

7 Art 49 of the PIL Act.

14 See gbove 1.2.2.2.

* Arta9(3) of the PIL Act.

@ Art 3(1) of the Arbitration Act.

18 Sajko has submitied that because the state administrative body is exclusively competent for these matters
and because these matters are regulated by mandatory pravisions (ius cogens), they cannot be held arbitrabie.
K S$ajko, ‘Arbitrabilnost u demadam i inozemnom pravu’ [‘Arbitrability in Domestic and Foreign Law'] in § Triva
et al (eds), Arbitraza i poduzemniStvo [Arbitration and Entrepreneurship] {Zagreb, Progres, 1991) 26.
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39. Despite the absence of a specific provision in Croatian private international law, the
legal scholarship holds that formal validity of choice-of-court agreements in cross-border
cases should be governed by the same provisions as the formal validity of agreements pro-
rogating and derogating the domestic territorial jurisdiction, where the written form is a
prerequisite.'** Further as a precondition it must relate to a single dispute or multiple dis-
putes if they derive from the same legal relationship.'” It has been submirted that an invoice
containing the prorogation clause is not sufficient to constitute an agreement since it is a
unilateral statement by one party.'® Likewise, the general conditions (rules) of a game of
chance determining, inter alia, the territorial jurisdiction, do not amount to an agreement
on choice of court because the written consent of the other party is missing.'?

1.3 Conflict of Laws

40. The conflict-of-law subsection discusses the topic of international and domestic legal
sources of conflict-of-law rules, general principles of conflict of laws in torts, general prin-
ciples of conflict-of-law in contracts including the transfer of rights, and general principles
of conflict-of-law in matters other than contract and torts.

1.3.1 International and Domestic Legal Sources

41} As previously explained, the international conventions have priority over the national
statutes in the Croatian legal system. Therefore, it 1s important to resolve the diffcult issue
of whether the international conventions, especially those dealing with intellectual prop-
erty matters that Croatia is a party to contain conflict-of-law rules.'™ This primarily
includes the Berne Convention and the Paris Convention, which are referred to in the
TRIPS Agreement. There are several principles underlying these conventions, among which
is the principle of national treatment. Mirroring the international divide in the field,
Croatian scholarship is also divided between two poles in interpreting the provisions on
pational treatment.

42. One group of scholars, the conflictualists, claims that the international conventions
(the Berne Convention in its Art $ and the Paris Convention in its Art 2) resolve, inter alia,
the issue of which law applies.’” The other group of scholars holds the opposite, stating
that the cited provisions are not intended to lay down the conflict rules, but the rules on
the status of foreigners (Croatian pravni polozaj stranaca, German Fremdenrecht, French

1w Art 70(3) and {4} of the Civil Procedure Act, See S Triva and M Dika, Gradansko parniéno procesno prave
| Civil Lisigation Procedural Law], Tth edn {Zagreb, Narodne noving, 2004) 287.

123 Apr 70{3) of the Civil Procedure Act,

i The Supreme Court of the Republic of Croatia Gr-90/96, [zbor odhuka Vrhovnog suda Republike Hrvatske
[Selection of the Decisions of the Supreme Court of the Republic of Croatial, voi 2 {Zagreb, Narodne novine, 1995)
No 107,

15 The Municipal Court in Zadar Gi-647/88, Pregled suidske prakse | Case Law Reportsi, 39 {Zagreb, Narodne
novine, 1988) 100-1.

s See above 1.1.1.

177 |y the Croatian scholarship see 1 Henneberg, “Bernska konvencija za zastitu knjizevnih i umjetnickih djela
od 1886. i njezini kasniji aksi do 1971" {*The Berne Convention for the Protection of Literary and Artistic Works
of 1886 and its succeeding acts until 1971'] (1983) 16 Prinosi za poredbeno prowfavanja prava i medunarodne
prave | Contributions to Comparaive Study of Law and International Law] 1, 50; K $ajko, Medunaredno privatne
pravo [ Private nzernarional Law], 4th edn (Zegreb., Narodne novine, 2005 279.



494  Ivana Kunda

condition des étrangeres) in order to remove discrimination among nationals of the respex.
tive Union.'?

43. [t appears that the conflictualist position may have been adopted in Croatian case
law. This conclusion can be drawn on the basis of two cases, neither of which was finally
decided. The first case is Freistaat Bayern v Croatiaknjiga doo)” initiated before the
Comumercial Court in Zagreb in 2007, by the State of Bavaria alleging to be the holder of
copyright over Adolf Hitler's Mein Kampfand requesting that the defendant be ordered 1o
cease printing, publishing and offering for sale this book in the German language as well as
its translation into the Croatian language, and taking other similar actions infringing the
plaintiff’s rights. They also requested that all copies of the book be destroyed and that
the court decision be published in Croatia and in Germany at the defendant’s costs. The
defendant chailenged the plaintiff’s right of action {corresponding to the German notion
of Aktivlegitimation), claiming that the copyright had expired in 1995 under former
Croagian law which provided for 50 years’ protection following the author’s death. In
respect of the issue of applicable law, the plaintiff claimed that German law was to appiy to
the matter of existence and duration of the copyright, while Croatian law was to be applied
1o the issue of its enforcement, whereas the defendant argued that Croatian law exclusively
was 1o be applied to the issue of existence, duration and enforcement of copyright. In
resolving this matter the court of first instance addressed the issue of applicable law, con-
cluding that the defendant was correct in stating that Croatian law is applicable in these
proceedings. The reasoning invoked the Berne Convention, ie its provision of Article
6bis¢3) which, as the Commercial Court in Zagreb explained, provides that ‘the means of
redress for safeguarding the granted rights {be} governed by the legislation of the country
in which protection is claimed’'™ The Court further stated that according to Article 7(8) of
the Berne Convention, ‘the term of protection is governed by the legislation of the country
in which protection is claimed’™ The Court’s quite interesting final conclusion on the
matter of applicable law was that ‘the application of a national law in copyright cases with
an international element is a generally accepted principle of all international treaties and
conventions,? the Court probably intending to refer to the application of domestic
{forum) law rather than simply any national law. In any event, this decision has 10 be
viewed against the background of its political implications which might weaken its role of
the leading case as well as the scientific conclusions drawn on it.

44. Trrespective of whether one agrees with the conflictualist interpretation, the Court’s
reasoning would have been more credible had it invoked Article 5(2) instead of Article
6bis(3), as the latter deals with moral rights which were not at dispute in the case at hand.

222 | Kunda, ‘Pravo mjerodavno 2a povrede prava intelektualnog viasnisrva’ {*Law Applicable to Infringements
of intellectual Property Rights’] (Doctoral Thesis, University of Zagreb, Faculiy of Law, 2008) 23145, It would
also appear that A Verona shares this opinion, as he puts aa emphasis on the legal position of foreigners. See
Verona, above n 53, 25. Although somewhat unclear, it seems that the same position is adopted in I Gliha and
R Matanovac Vuckovic, ‘Pravn; polozaj stranaca kao nositelja autorskog i srodnih mu prava’ [ “The Legal Position
of Foreigners as Holders of Author’s Right and Neighbouring Rights'] (2009) 10 Zbornik Hrvatskog drustva za
autorsko pravo [ Review of Croatian Copyright Association} 69-26.

% The Commercial Court in Zagreb, P-2946/2007 {unpublished). The decision discussed here is the fust-
instance decision of 18 February 2008, and the appeal is pending before the High Commercial Court. For a
detailed comment on this decision see [ Kunda, "Two Recent Croatian Decisions on Copyright Infringement:
Conilict of Laws and More’ in P Volken and A Bonomi (eds), Yearbook of Private International Law, vol 10 (2008}
(Berlin, Sellier, 2009) 617-28.

U ibid 3.

3 ibid 3.

' ibid 3.
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In addition, the reference of the Commercial Court in Zagreb to the lex fori on the basis of
literary interpretation of the wording ‘in which the protection is claimed’, to the knowledge
of the author of this chapter, neither has precedents in Croatian case law, nor derives from
Croatian scholarly opinions. When interpreting Article 5(2) of the Berne Convention,
Croatian conflictualists construe it as a rule calling for application of the law of the country
for which the protection is claimed (lex loct protectionis),'®

45. Regardiess of contrary scholarly opinions, the High Commercial Court was also
inclined towards this grammatical reading of the Berne Convention in another case, Sten
Eric Odman v Adris Grupa dd, originally brought before the Commercial Court in Rijeka in
2002.1% This case concerned an alleged copyright infringement by a Croatia-based com-
pany through the unauthorised use and alteration of the ‘Walter Wolf’ logo on cigarette
packages. The plaintiff, a natural person of Swiss nationality and domicile, claimed that he
held the copyright on a stylised letter ‘W’ combined with a drawing of a wolf in different
colour variations since he had designed the logo in the late 1970s. According to the state-
ment of claim, the design was commissioned by the Swiss company Alesia Parfumes SA,
which subsequently acquired the rights to use the logo on different cosmetic products and
further license it to others. The plaintiff also alleged that in 2000 he became aware that the
defendant was producing and offering for sale cigarettes under the name of “Walter Wolf’
with the accompanying copyrighted logo without permission from him or Alesia Parfumes
SA. Furthermore, the plaintiff claimed to have noticed that the defendant had altered the
logo by removing the wolf drawing in certain promotional materials. Hence, the plaintiff
allegéd that both his moral and economic rights had been infringed, and demanded com-
pensation of damages. The defendant replied that there was no infringement, because it
claimed to have had obtained, in 1989, a licence to use the logo and the name through a
contract with Mr Walter Wolf and the Dutch company Womar BV, the author and holder
of the copyright over the disputed logo, respectively. Additionally, the defendant invoked
the presumption of authorship, pointing to the signature of Mr Walter Wolf in the logo.
The plaintiff responded that it was not the actual signature, but a stylised signature forming
an integral part of the design. As a result, the Court had to determine authorship prior to
issuing any ruling on the main infringement claim. The Commercial Court in Rijeka failed
to examine conflict-of-law questions arising in this case, save for the issue of authorship (as
explained below). Deciding on the appeal the High Commercial Court invoked the PIL Act
and the Berne Convention and concluded that the applicable law was Croatian. The High
Commercial Court accepted the appeal and remitted the case for the new proceedings
before the Commercial Court in Rijeka." The decision has not yet been made in those
proceedings at the time of this report. _ .

46. In the opinion of the author of this Report, the international conventions regulating
the issues of intellectual property in force in Croatia do not contain conflict-of-law rules.

¥ Sajko, above n 127, 279, Perhaps the Court’s rulings might be attributable 1o a somewhat unclear explana-
tion in 1 Henneberg, Autorske pravo [Copyright] (Zagreb, Informator, 2001) 49, where it is stated that in certain
cases the Berne Convention contains conflict-of-law rules where the lex profectionis is combined with the lex
originis, while on the same page (when using Croatian edition) it is stated that ‘the scope and legal remedies for
protection are defined by the law of the country in which the protection is claimed, unless the Convention pre-
scribed otherwise.

13 The decisions discussed in this comment are the first-instance decision by the Commaercial Court in Rijeka,
P-749/2002 of 12 October 2067, and the second-instance decision by the High Commercial Court, P2-277/08-3 of
9 Decernber 200% (both unpublished).

1% The High Commercial Court, P2-277/08-3 of 9 December 2009, 3. For more details see below 1.3.2.
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Neither do the domestic laws on intellectual property as explained elsewhere,” Therefore,
one has to look for the conflict-of-law provisions in the other sources, primarily in the stat.
ute which is the sedes materiae of the Croatian private international law ~ the PIL Act,
Additionally, in cases where parties conclude an arbitration agreement the Arbitration Act

should prevail, and in situations where one party is a consumer the Consumer Protection
Act'¥ creates some limitations.

1.3.2 General Principles of Conflict of Laws in Tort

47. At the outset, it is important 1o state that there are no special conflict-of-law provisions
in Croatian law that would designate the law applicable 1o infringements of intellectual prop-
erty rights. Hence, the general contlict-of-law provision for non-contractual obligations
should be decisive. It provides that the law applicable to non-contractual liability for dam-
ages, unless otherwise provided by law, is the law of the place where the act was committed
{lex loct actus) or the law of the place where the consequence has occurred (lex loci damni),
dependent on which of them is more favourable to the injured party."*® The same law is also
applicable to the non-contractual liability occurring in relation to the quasi-contracts {con-
dictio sine causa and negotiorum gestio).” There is a special conflict-of-law provision on the
illegality of the alleged tortuous act, which states that this iliegality is governed by either the
law of place where the act was committed or the law of the place where the consequence has
occurred, and if the act was committed or the consequence has occurred in more than one
place — it is sufficient that the act is illegal under the law of any of those places.'®

48. These provisions are inspired by the theory of ubiquity and favor laesionis principle,
but the provision on the law applicable to non-contractual obligation does not clearly
resolve the question whether the choice between the lex loci actus and lex loci damni is to be
left to the injured party, or should be made by the court. Although the court practice would
suggest the former solution,'® the legal scholarship seems to be united in adopting the lat-

ter calling for the ex officio activity of the court in establishing the most favourable law from
the perspective of the injured party.'?

1% See Kunda, above n 128, For instance, the Copyright and Related Rights Act in ¢ V11, entitled “The Act’s Field
of Application! provides that just as Croatian citizens authors and holders of related rights have their scat in
Croatia. foreign natural or legal persons cajoy protection under this Act 1o the extent required under the obliga-
tions Croatia assumed on the basis of international treaties or on the basis of factual recipracity, In all other situ-
ations, foreigners shall not enjov Croatian protection wider than that her state of citizenship ot sea, so long as the
authers and nolders of related rights who are Croatian citizens or have their seat in Croatia in that foreign country
enjoy lesser protection than under the Copyright and Related Rights Act. See Ar1 194(1), (2} and (4) as well as Arts
196-201 of the Copyright and Related Rights Act. In respect 10 the old laws see also Eisner, above n 31, 216.

706G RC 792007, 125/2007, 79/2009 and 39/2009,
¥ Art 28(1) of the PIL Act.

* Art 28(2) of the PIL Act.
% Art 28(3) of the PIL Act.

"' The Supreme Court of the Republic of Croatia Rev 3197/1993-2, 22 November 1995, accessible at: suds-
kapraksa.vsrh.hr/supra/.

"* ¥V Boucek, ‘Prijedlog Uredbe Rim II iz 2003. i opée odredbe delikinog statuta u hrvatskom zakonu o
medunarodnom privatnem pravu’ ['Proposal on the Rome il Regulation of 2003 and general provision on the law
applicable to delicts in Croatian private International Law Act'] in R Knez, § Kraljii¢ and D Stojanovi¢ (eds),
Zbornik prispevkev 'Eyropski sodni prostor” [ Collection of Papers 'European hudicial Aret’] (Maribor, Pravna fakulteta
Univerze v Mariboru, 2005) 210; Sajko, above n 127, 169; H Sikiri¢, "Primijena kolizijskih pravila i siranog prava u
sudskom postupky’ [‘Application of the Conilict-nf-Law Rules and Foreign Law in the Court Proceedings’] {2006}
56 Zbornik Pravrog fakulteta v Zagrebu [ Collected Papers of the Faculty of Law in Zagreb] 617, 67%; V Tomljenovic,

Pomorske medunarodne privatno pravo [ Maritime Private International Law] (Rijeka, Pravni fakultet Sveudilista u
Rijeci, 1998) 19394,
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49. Although the provision on fex loci delicti commissi was dr?fted to include in its scope
all types of non-contractual obligations which are not .speaﬁcally rggulatefl,iii it was
understood from the very beginning that it is inapprol?rla-te for certain special types of
delicts.® This is specifically so in cases concerned with m.frm.gEfnem of :nte!]ectual prop-
erty rights, where as a consequence of the principle of territoriality of t_hese rights, thfe acts
committed in the territories outside the borders of the country for which the prote.ct:lon is
claimed, are not considered infringing acts. It is therefore suggested that .the‘promlon of
Article 28 of the PIL Act should be applied in the adjusted manner to the mfr-mg:emems. of
intellectual property rights taking account of the fact that‘such 1jlghts are territorial, mean-
ing that they provide their holder with the protection against third parties only for the acts
taking place within the country of protection. Such approach eventually feduces the locus
delicti commissi only to the single connecting factor which corresponds W}th the locus pro-
tectionis and eliminates the plurality of potentially applicabh-a laws to a single law, that of
the country of protection. Thus, the locus protectionis connecting factor is to be understood
as the embodiment of the locus delicti commissi connecting_ factor, Such is deemefi neces-
sary for special situations involving the infringements of_ mte-llec_tual property rights, in
order not to disregard the principle of territoriality.'* This principle has rc?peatedly been
afirmed as fundamental in the field of intellectual property l.a\w by (?roatmn schohfrs.“"
Thus, as early as the 1950s the most respected Croatian private mterqangnal lawyer, Eisner,
stated that it was consistent with territoriality to hold the claim for mfnr.lgement of a for-
eigniintellectual property right committed in Croatia unfounded,‘ and vice versa, to hold
the claim for infringement of a Croatian intellectual property right committed abroad
groundless.'¥ . o

50. Croatian case law does not seem to be particularly appreciative of. the problems
related to application of Article 28 of the PIL Act to the infringement of imellec?ua] prop-
erty rights. In the recent case Stert Eric Odman v Adris Grupa dd, the first to discuss t_h%s
issue directly, the High Commercial Court pointed out that the PIL Act contains Lhe‘prov_l—
sions of Article 28 for the non-contractual obligations and that these provisions are ‘also in
accordance with Article 5 of the Berne Convention which provides for the means _of reflress
for to protection of copyright, and the law of the country in whi.ch tl-'ne protection is claimed
is to be applied’* Even if this statement seems to be overly simplified, reve_ahng .als? the
Court’s lack of full awareness of the differentiation between the ‘country in which’ and
‘country for which’ the protection is claimed, it is an important step forward in the path to

16 Tomljenovié, above n 142, 192-93. ) . .

w7 Mati¢, ‘Medunarodne privatno pravo obveza iz vanugevorne odgmfomostt za $terw’ |*Private International
Law concerning Non-contractual Liability for Damages’] ( 1967} 5 Zbo@:k L2 polmorsko prave IAZi'.J [ The YASA
Collected Papers for Maririme Law] 271, 285 and 295. See also V Tomljenovié, Meﬁu_n.n'm:lrm'prwatrmprm.rnat
problematika izvanugovorne odgovornosti’ [*Private Imemanor_{a] Law [ssues concerning the .\on-Contractu:
Liability’] (1989) 10 Zbornik Pravnog fakuiteta Sveucilista u Rl}eﬁ_ [ _Cchcu:d Papers o[ the Law _Fa{ulryllof t li’
University of Rijeka] 329, 333. The inappropriateness of the locus de{:m commissi connecting _factor for inte ec]tua
property rights infringement has also been taken as the possible basis for_cla.u'nmg that there isa regular orlat :iast
unechter lacuna legis in the PIL Act which would necessitate t_he apphcvauo_n of the ruleAror filling the gaps lea nﬁ
to the conclusion that the lex loci protectionis is the law apph-?able 10 }nﬁxngcment claims as t?}e one in line wit
the principies of Croatian iegal system, the Croatian private international law, and comparative private interna-
i . See Kunda, above n 128, 487-98. ) ] )
no‘?’a]l!(au:db:.c:l()ove n 128, 5048, The locus pratectionis connecting factor h'as been pointed ous in relation to
infringements without going inte details by some other scholars, including Sajke, above n 127, 151,

s FEisner, above n 31, 207-8 and 216-17; Verena, above n 53, 21.

“7 Eisner, above n 31, 208,

142 The Court concluded thar Croatian law is applicable. See 2bove n 134, 3.
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iull appreciation of the matter and possibly even the interpretation of the provision of
Article 28 of the PIL Act in an adjusted manner to accommodate the territoriality of the
intellectual property rights, as advocated above.

51. The court decisions in the field of infringement mainly overlook the conflici-of.|gy,
issues. A case in point is Labello/Lip Balm, which concerned a claim of the German cop,
pany BDF Beiersdori AG against several Croatian companies based on trade mark iniringe.
ment and unfair competition. The claim was rejected and the case went all the way 15 the
Supreme Court of the Repubiic of Croatia, which found that the first-instance and secong.
instance decisions were not correct, and remitted the case back for the new tria], apq
referred directly to Croatian law without discussing the issue of the applicable (g1
Likewise, in United Colors of Benetion, the Italian company Benetton SpA sued a trader iy
Osijek, Croatia for trade mark infringement based on unauthorised use of the sign in the
defendant’s store, and the Supreme Court of the Republic of Croatia quashed the fips;.
instance and second-instance decisions without any mention of the international element
or conflict-of-law provisions.””® In the third case, Recbok and Starcrest, a company estab.
lished in the United Kingdom filed a lawsuit against seven Croatian companies or other
entities for trade mark infringement and acts of unfair competition. In the first instance,
the Commercial Court in Zagreb rendered a decision in favour of the plaintiff, which was
later confirmed by the High Commercial Court and the Supreme Court of the Republic of
Croatia.’®* Here also the courts failed to observe the international element. In the Mereatone
case, the Ttalian company Salzam Sr] sued the Croatian company Eki-Mercatone {nvictus
doo before the Commercial Court in Rijeka for trade mark infringement. The first-insiance
decision, later confirmed by the High Commercial Court, was rendered in tavour of the
plaintiff save for the claim of erasing the defendant’s trade name from the Register of
Companies, because such claims do not exist under Croatian law.'* Again there was no
mention of the cross-border element, but, as in other three formerly cited cases, this did
not create any problems in the outcome of the cases because the claims were all limited to
the Croatian intellectual property rights, mainly those registered before the SIPO, and the
alleged infringing activities were taking place within Croatia. Therefare, the conflict-of-law
analysis would have applied Croatian law.

1.3.3 General Principles of Conflict of Laws in Contract

52. Eisner wrote in the 1950s that it was not contrary 10 the principle of territoriality 1o
enforce a contract related to copvright recognised or patent granted by a foreign counury,
because that would not have affected the existence and validity of the right itself. Eisner
further stated that the same reasons justify the conclusion that contracts may be governed
by the law of a country different from where right originated and where the contract
related. '™

" The Supreme Court of the Republic of Croatia Rev-163/1999-2 of 24 February 2000, accessible at: suds-
kapraksa.vsrh.hr/fsupral.

i The Supreme Court of the Repubiic of Croatia Revt-30/02-2 of 17 October 2002, accessible at: sudskapraksd.
vsrh.hr/supral.

¥ The Supreme Court of the Republic of Croatia Revi-32/(4-2 of 15 September 2004, accessible at suds-
kaprakad.vsrihofsupras.

1 The High Commercial Court P7-3393/02-2 of 23 November 2004, accessible at: sudskapraisa vsripr
supral.

P Eisner, above no 31, 20s.
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53, It is commonly accepted among scholars that the i.nternational conventions do not
contain conflict-of-law provisions for cqntractual obligations reiated. to intellectual prop-
erty Tights; hence the PIL Act is of crucial ixnpoﬂaqce.m The most important provisions
are those of Articles 19 and 20 of the PIL Act. According to the former, the law :J_.pphcabie to
contract is that chosen by the parties. This provision is very simple and non-limiting, and
has been interpreted in the sense that no connexion is necessary with the chosen law in
order for the choice to be valid.’s® Likewise, the depecage has been seen as incorporated in
the party autonomy as well as the possibility of subsequent choice of change of the already
chosen applicable law.'*

54. In the absence of the parties’ choice, the law is determined on the basis of objective
connecting factors, but the outcome may be modified by virtue of the escape clause, Two
provisions in Article 20 of the PIL Act refer directly to intellectual property rights. Article
20(14) of the PIL Act provides that the applicable law for the contract on copyright is the
law of the place where the author’s domicile or seat was at the time of the receipt of the
offer. The other provision is Article 20(18) which states that in the case of a ‘contract on
technology transfer (licences and other), the law of the place where the domicile or the seat
of the recciver of the technology was at the time the contract was concluded’ will be deter-
minative. Another provision contained in Article 20(20) of the PIL Act is important for the
discussion; it provides that contracts not listed in this Article are governed by the law of the
place where domicile or seat of the offeror was at the time the offer was made. This provi-
sion might be relevant for contracts such as distribution contracts or franchising contracts
both of which can implicate some sort of intellectual property rights.

55! It is important to first attempt to define the ratione materiae scope of the provisions
in question. As to Article 20(14) of the PIL Act, the notion of ‘the contract on copyright is
to be understood as any contract whose object is ‘assignment’ or ‘licence’ of copyright irre-
spective of the actual name such contract might have in the national laws, For instance,
under Croatian law, copyright cannot be assigned, because of its monistic legal nature, but
this provision would still apply to a contract on assignment of copyright in order to deter-
mine the applicable law. The only transaction possible in relation to the copyright under
the Croatian copyright law is ‘establishing the right of use of the work to the benefit of
another person’ (German Nutzungsrecht einrdumen). This is often erroneously referred to
a5 license in Croatian legal literature, but its legal nature is different from licences, and
hence it does not fall under the substantive or conflict-of-law provisions on licences.'”” An
additional question that needs to be addressed here is whether the notion of ‘the contract
on copyright, or more precisely ‘the contract on author’s right’, includes also the related
rights. The answer to this question should be affirmative since these rights traditionally
share common characteristics and it seems more reasonable to treat them similarly for the
purpose of the conflict of laws, than to look for an applicable law under the provision of
Article 20{20) of the PiL Act which is a generai default rule.

% See K Sajko, ‘Koje se pravo primjenjuje na zidavatke ugovore s medunarodnim obiljezjem?” ['Which Right
Applies 10 Publishing Contracts with an International Element?’] in P Atanackovi¢ and M Jovidic, Autorsko pravo
¢ izdavadi | Copyright and Publishers) {Belgrade, Poslovna zajednica izdavata i knjizara Jugoslavije, 1984} 227,
1 Kunda and R Matanovac Vuekovi¢, ‘Raspolaganje autorskim pravom na ratunalnem programu — materijalno-
pravni i kolizijskopravni aspekti’ [‘Transactions concerning the Copyright in Computer Programs: Subsiantive
and Conilict of Laws Aspects’] (2010) 31 supp Zhornik Pravnog fakulteta Sveudilista u Rijeci [ Collected Papers of the
Law Faculty of the University of Rijeka) 112,

# Ko also Sajko, above n 127, 144,

" ibid, 137 and 145,

¥ Kunda and Matanovac Vuckovic, above n 154, 95.
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56. The other provision contained in Article 20(18) of the PIL Act applies to ‘the con.
tract on technology transfer (licences and other)’ The term ‘technology transfer, though
used on a regular basis, seems somewhat imprecise from the legal perspective. Nevertheless,
it is commonly understood that this notion includes assignment and licences of industria|
property rights. This should also include know-how and trade secrets, in particular tech-
nology know-how and trade secrets. Whenever either Article 20(14) or Article 20(i8) of
the PIL Act are not applicable, the general default rule in Article 20(20) comes into play.
The general default provision should apply to contracts such as distributing and franchis-
ing contracts. Therefore, resorting to depegage by applying either Article 20(14) or Article
20(18) to intellectual property aspects of that contract, and other conflict-of-law provi-
sions to ather aspects thereof, should be avoided. The parties may of course decide differ-
ently, but in the absence of their choice this approach is justifiable in view of the fact that,
in principle, intellectual property right aspects of the entire transaction are not the main
objectives of the centracts.

57. Meore detailed analysis of the above provisions leads to the conclusion that they do
not follow the same conneciing principle. Article 20(t4) of the PIL Act uses the author's
domicile/seat, while Article 20(18) of the PIL Act uses the technology receiver’s domicile/
seat. It has been submitted in Croatian scholarship that the former connecting factor
embodies the widely accepted doctrine of characteristic performance, while the latter
departs from this doctrine.'”® This departure has been explained by the intention to favour
the domestic parties, given that formerly Yugoslav and now Croatian parties'® to the tech-
nology transfer agreements were and still are usually receivers rather than transferors. Thus
the provision would lead to application of the forum law. Determining the applicable law
pursuant 1o the provision of Article 20(20) of the PIL Act departs from the doctrine of
characteristic performance, although this doctrine is the principal inspiration for the pro-
visions of Article 20 of the PIL Act in general. The connecting factor used in the provision
of Article 20(20) of the PIL Act refers to the law of the offeror’s domicile or seat. Such con-
necting factor is hardly justifiable because the applicable law might be other than the law
which the contract is most closely connected 1o, and may be a result of the purely incidental
set of circumstances. In practical terms, it is not always easy to determine which party was
the offeror.’® In fact, this exercise involves a circular process, since the court has to deter-
mine which party placed the offer, before determining the applicable law governing the
contract, including its formation. These problems are reflected in the case law where the
courts have resorted to the characteristic performance test instead of applying the offer
tCSLIM

58. Where ‘the special circumstances of the case point towards another law’ different
from the law determined pursuant to former provisions, that other law will be applicable.
This provision has been interpreted also as the closest connection, but it is submitted here

¥ M Zupan, Pravo najblize veze u hrvatskom i europskom medunarodnom privatnom ugovernom pravu | The
Law of the Closest Connection in Croatian and European Private International Law of Contracts) {Rijeka, Pravai
fakuitet Sveudilista u Rijeci, 2006) 186.

'** The PIL Act dates back to the time before the dissohutian of the former Yugoslavia and it entered imo force
in 1982. 1t became Croatian law in 1991 when Croatia declared its independence.

' D Babi¢, "Odredivanje mjerodavnog prava za ugovere u praksi Stalnog izabranog sudista pri HGK
[*Determining the Applicable Law for the Contracts in the Practice of the Permanent Court of Arbitration
artached to the CCH'] (2000} 12 Hrvarska pravna revija | Croatian Law Review| 159; Zupan, above n 58, 186.

**' The Commercial Court in Rijeka P-1176/2000 of 6 May 2003, cited in Zupan, above n 158, 193. See also the
Permanent Court of Arbitration attached to the Croatian Chamber of Commerce I5-P-12/93 of 13 April 1993 and
15-P-5/93 of 24 May 1994, cited in Sajko e1 al, above n 79, 146,
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that its wording and the surrounding provisions are sufficient basis for arguing that this is
the escape clause.®? The author of this chapter is unaware of any decision that would use
this escape clause as basis for applying law different from that designated by the provision
of Article 20(1)—(20) of the PIL Act. There are few decisions which merely state such special
circumstances do not exist, but no reasons are given and are thus of little help in construing
the scape of this exception.

59. In determining the applicable law, one has to be mindful of the delineation between
two sorts of issues related to a copyright contract: purely contractual issues which are gov-
erned by the lex contractus, and those which concern the intellectual property right. The
latter are excluded from the application of the lex contractus due to territoriality principle
embodied in the connection to locus protectionis.'® It is submitted in the scholarly opinions
that also the following issues are outside the reach of the lex contractus and are always
governed by the lex loci protectionis: the issue of whether the publisher may contract out the
obligation to publish a work and what are the consequences if it fails to publish it,'™ pay-
ment of the reasonable compensation, and validity of the subsequent licence following the
prior exclusive licence.'** Other typical questions related to the intellectual property right
itself and thus excluded from the realm of the lex contractus are: initial entitlement to the
right and question whether the precondition for-protection are met, the duration of the
right, the content of the exclusive rights and limitations to these exclusive rights, transfer-
ability of the right as a whole or certain aspects thereof as well as effects of the transfer or
licence towards the third parties. These issues may be viewed from the perspective of deter-
mining the scope of the law applicable to contracts or from the perspective of the operation
of internationally mandatory rules, which seems to be two sides of the same coin in the
field of intellectual property rights. The deviation may arise to the extent that the forum
law will not allow foreign internationally mandatory rules to take effect although they are
part of the lex loci protectionis.

60. Special attention has to be paid to the consumer-protective rules in determining the
applicable law for consumer contracts involving the intellectual property rights. In such
instances Article 4 of the Consumer Protection Act lays down that the choice of applicable
law may not deprive the Consumer having habitual residence in Croatia of the protection it
enjoys pursuant to the mandatory rules contained in the Consumer Protection Act.™*
These rules are given mandatory force to strike down the choice of non-Croatian law to the
extent that the mandatory provisions {ius cogens) of the Consumer Protection Act would
be substituted by the provisions of the foreign law less favourable to the consumer habitu-
ally resident in Croatia. Therefore, these rules disallow conflict-of-law autonomy of the
parties (German kollisionrechtliche Verweisung) but permit substantive autonomy of the
parties (German materiellrechtliche Verweisung). The conflict-of-law autonomy of the par-
ties allows the parties to choose the foreign law in its entirety including the mandatory
provisions, replacing the law applicable in the absence of choice together with its manda-
tory provisions. Conversely, substantive autonomy of the parties permits the parties only to

% For detailed analysis see Kunda and Matanovac Vuckovi¢, above n 154, 121-22.

* tn relation 1o the publishing contracts see Sajko, above n 154 231-32.

™ Art 66 of the Copyright and Related Rights Act.

% Sajko, above 1t 163, 236-37.

* The Consumer Protection Act is basicaly the result of the implementation in the Croatian law of the provi-
sions of EU law which afford protection 16 consumers in private legal relations. The consumer is defined as any
natural person who concludes a legal transaction at the marke1 for purposes other than his or her occupation or
professional activity or business operation (Ar1 3(1) of the Consumer Protection Act).
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subsritute the dispositive {supplemental} provisions of the law applicable in the absence of
choice, by the provisions of the chosen law, while the mandatory provisions of the law
applicable in the absence of choice continue 1o apply. Thus, the substantive autonomy of
the parties is equivalent to incorporation of certain provisions into the contract without
the consequence of choosing another law as applicable.

61. Croatian scholarship has pointed out the importance of the choice-of-law clause in
the standard form contract or contract of adherence drafted by multinational companies
which do not necessarily involve consumers, and may still produce unjust result for the
adhering party.'” Even in such cases where the consumer-protective provisions do not play
a role, there are some provisions which are aimed at assuring certain balance between the
parties, such as the author-protective ones. Thus, in Croatian law it is prohibited for an
author to transfer inter vivos to another person his or her moral rights, just as he or she
may not waive his or her copyright.'* This rule has been qualified as an internationally (or
overriding) mandatory rule (French loi de police, régles d’application immédiate, German
Eingriffsnormen) because the moral rights of an author are aimed at protecting crucial ele-
ments of the Croatia’s social organisation. The moral rights of an author embody the
unique personal connection between the author and his or her work, while on a general
scale, the recognition of rights of an author serve as important means for realising the
objectives of the country’s cultural and innovation policy.'” Further examples of interna-
tionally mandatory rules, specific to the software copyright, are some provisions on excep-
tions to the exclusive rights, such as making a back-up copy, observing, studying or testing
the functioning of the computer program as well as decompiling under certain statutory
conditions.'™ The purpose is to assure the balance of the conflicting interests of the author
and the public, which has repercussions over the economic structure of the country."

62. Regarding the issue of formal validity of the contract, the PIL Act provides that the
legal transaction or legal act will be valid if it is valid under the law of the place where it was
undertaken or under the law governing the substance of the legal transaction or legal act.'
This may be applied to the contracts related 1o intellectual property rights to the extent that
the lex loci protectionis does not contain provisions of an internationally mandatory nature,
or when they do that they are applied primarily.””

1.3.4 General Principles of Conflict of Laws in Certain Other Matters

63. The early Croatian scholarship stated thar the law of the couniry which granted an
intellectual property right governs it as its lex ref sitae (the equivalent to the lex Ioci protec-
tionis in the contemporary language), thus the Croatian law is lex rei sitae for the copyright
over the work first published in Croatia. [t was further stated that this lex rei sitae governed

=7 A Baretic and 5 Niksi¢, ‘Standard Contract of Multinativnal Companies vs. National Copyright Contraci
Law — Particular Examples’ in [ Gliha et al (eds), Cultural Diversity: Its Effects on Authors and Performers int the
Context of Globalisation (Zagreb, Pravni fakultet Sveucilista u Zagrebu/Hrvatsko druitvo za autorske pravo —
ALAI 2009) 435.

i Arts 14-17,42 and 50 of the Copyright and Related Rights Act.

% Kunda and Matanovac Vuckovié, above n 154, 126,
0 Arts 130{2). 110(3) Ant 111 of the Copyright and Related Rights Act.
Y1 Kunda and Matanovac Vuckovié, above n 154, 127,
PTArt 7 of the PIL Adt,
15 Thus, the Copvright and Related Rights Act provides that the contract on the basis of which the right to use
the copyright is acquired has to be concluded in writing, with the exception of small publishing contracts (Arts 51
and 597,
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the scope of the right (ie the individual rights which the holder has against other persons),
the transferability of the right with control over the form of the right, and the possibility 1o
encumber that right by creating certain rights in rem {ususfructus or lien) etc.’™ Likewise,
the statutory preconditions for protection, the duration of the right, the limitations to the
exclusive rights and their dispositive or mandatory nature, transferability of the right as a
whole or certain aspects thereof as well as effects on the transfer or licensing to the third
parties are all under the realms of the lex Ioci protectionis.

64. The issue of what law applies to the initial entitlement to the right is not sufficiently
debated in the Croatian scholarly writings and the case law is, also, inconclusive. In the
previously cited case Sten Eric Odman v Adris Grupa dd, the Commercial Court in Rijeka
attempted to resolve the issue of authorship by referring both to the Croatian Copyright
Act of 1978 and the Swiss Federal Copyright Act of 1922, both of which were in force at the
time the work in question was created.' Interestingly, the Court’s reasoning did not pro-
vide an expianation as to why both Acts were consulted. The Court stated that these two
Acts contain identical rules on the presumption of authorship'™ so that there was no need
10 decide which was more relevant. The Court embraced this as a way out, almost as if it
was acting in imitation of Currie’s approach of true and false conflict. The Court’s conflict-
of-law analysis did not actually reveal its actual motives, Most probabiy, the Swiss law was
taken into consideration as the lex originis, while the Croatian law was considered either as
the lex fori or the lex protectionis. It is almost certain that the Court did not consider both
laws as cumulatively applicable, and the fact that the Court actually looked into the Swiss
law at all may be seen as an indication of its preference for the lex originis, ie for the country
of origin principle (German Ursprungslandprinzip). The Rijeka Court eventually decided
correctly on the applicable substantive rule, but it remains unclear what would have been
the result if the substantive rules had Swiss and Croatian laws differed.

65. Another interesting issue has arisen in Freistaat Bayern v Croatiaknjiga doo cited
above, concerning the right of action (German Aktiviegitimation) and the related issue of
transferability of copyright. In ascertaining whether the State of Bavaria could assume the
role of plaintiff in this dispute, the Court simply applied the Croatian CopyTight Act.
Bavaria presented itself as the copyright-holder, and under Croatian law copyright-holders
are entitied to an action for unauthorised copyright use. In order to decide on the defend-
ant’s objection, the Court had to answer the question whether the State of Bavaria became
a holder of copyright over Mein Kampf, ie whether it lawfully acquired a copyright on the
basis of confiscation. This issue should be characterised as falling under the broader notion
of transferability of copyright. The judgment’s substantive reasoning follows the conflict-
of-law reasoing, but it mentions only the means of legal redress and the copyright term.
Therefore, absent the Court’s express statement on what law applies to transferability of
copyright, the application of Croatian law to the right of action and the legality of transfer
might be understood as a consequence of either the lex Jori rule or the lex causae rule. A
likelv construction would be that the Court considered these matters so closely related to
the means of redress that they fell under the same conflict-of-Taw rule, which in the opinion
of the author of this Report is not a valid conclusion.

4 Eisner, above n 31, 209.
See above n 134,23

¥ The author shall be the person whase name and surname or psetdonymn appears on the work, unless proven
otherwise.
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66. The right of action is different from the capacity to sue (locus standi), which by jts
very procedural nature is governed by the forum’s law. Generally, the right of action is
substantive in nature since it derives from the substantive rules defining rights. When ap,
intellectual property right is granted through a legislative act, there is a person with whom
this right is vested. This person is usually given a legal remedy to protect its right before the
courts. For these reasons, the right of action issue should be decided under the same appli-
cable law rule as the disputed right itself (the lex causae, ie in intellectual property cases, the
lex protectionis).

67. The issue of intellectual property right transferability is particularly important from
the conflict-of-law perspective and, due to the implications and significance for the coun-
try of protection, transferability, and the legal forms for transfer in particular, are often said
1o be governed by the lex protectionis.'”” Although it did not explicitly resolve these matters,
the Commercial Court in Zagreb unintentionally succeeded in properly designating the
Croatian law as applicable to the issue of whether the confiscation is a permissible mode of
copyright transfer, because under the facts of Freistaat Bayern v Croatiaknjiga doo, Croatian
law was both the lex fori and the lex protectionis.'™

68. Regarding the term of protection, the Commercial Court in Zagreb employed a
technique analogous to that used to resolve the infringement issue. Satisfied that the con-
flict-of-law solutions were provided by the Berne Convention, the Court invoked Article
7(8) and concluded that Croatian law was applicable as the lex fori. As a result, the Court
rejected the defendant’s contention that this issue should be governed by German law. This
again seems to be correct only in its outcome because of the facts at hand. Together with
the existence and scope of the copyright, the term of protection is actually a core copyright
issue, and as such is governed by the lex loci protectionis. In addition to applying Croatian
law, the Court verified through Article 7(8} of the Berne Convention that the term of pro-
tection under Croatian law, which it found to be 70 years post mortem auctoris, was not
longer than the term under German law.'”

1.4 Recognition and Enforcement

69. Chapter 4 of the Croatian PIL Act regulates the issues of recognition and enforcement
of foreign judgments and somne aspect of the proceedings in which these issues are decided.
Recognition of a foreign judgment is generally understood as making it equal in respect of
its legal effects to the domestic judgment.'® Article 86 of the Croatian PIL Act provides that
a foreign judicial decision shall produce legal effects in the Republic of Croatia if recog-
nised by a Croatian court. It is further provided that a judicial settlement, as well as a deci-
sion of a body different than the court which in the country of origin is equivalent to a
judicial decision or judicial settlement, shall be considered a judicial decision for the pur-

Y7 In the 1950s, Eisner stated that, due to the territariality principle, transferability is governed by the law of
¢ach country of protection. This means that if the invention is protected in countries A and B and both patents are
assigned 1o another person, if such assignment is not permitted in country B, this assignment shall have legal
effect only in country A, Eisner, above n 31, 217,

" For further comments on the judgment see Kunda, above n 129, 624 et seq.

™ The problematic aspect of the court decision in applying the Croatian Copyright and Related Rights Act
retroactively is explained in Kunda, above n 129, 627-28.

" | Grbin, ‘Priznanje | izvrienje stranih sudskih odluka’ [‘Recognition and Enforcement of Foreign Judicial
Decisions’] (1992) 46 Zakonitost [ Legality] 620.
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poses of recognition. The notion of a *foreign judicial decision’ is not statutorily defined,
and Croatian scholarship agrees that a foreign judicial decision is a judicial decision ren-
dered not in the name of the country of recognition, but in the name of a foreign authority
regardless of the place where the rendering body is seated.”*' Although not explicitly dis-
cussed in the scholarship, the same criteria would apply for determining whether a decision
ordering a preliminarily/interim measure is foreign or not, because the decisions ordering
such measures fall under the scope of Article 86 of the Croatian PIL Act.

70. According to the Articles 20-23 of the Croatian Enforcement Act, the enforcement is
carried out on the basis of the titulus executionis which, in addition to a domestic decision,
may also be a foreign decision provided that it fulfils the requirements for recognition and
enforcement prescribed by a statute or an international agreement.' The Enforcement Act
provides that the enforcement on the basis of the decision of the foreign court may be
ordered and carried out in the Republic of Croatia only if such decision fulfils the require-
ments for recognition and enforcement under the international treaty or statute.’ This is
the reference to the PIL Act, unless there is a bilateral or multilateral international treaty.'™
If the object of preliminary/interim measure or enforcement is the property of a foreign
state, the enforcement is conditional upon consent being given by the Croatian Ministry of
Justice. Naturally, such consent is not required if the respective foreign state has agreed to
the measure or enforcement.

71. Due to the public law character of the provisions, the law applicable to the proceed-
ings-for preliminary/interim measures or enforcement proceedings is Croatian law as the
lex fori."” The crucial issue for establishing whether the Croatian court is competent to
proceed is the location of the object of measure or enforcement because Croatian enforce-
ment law generally adopts the territoriality principle. This means that, in principle, the
object of a preliminary/interim measure or enforcement has to be located in Croatia in
order for the Croatian court to be competent in the matter. The provision of Article 101{1)
of the Croatian PIL Act states that the internal territorial competence for recognition and
enforcement of foreign judicial decisions belongs to the court where the recognition or
enforcemnent should be carried out. Obviously, the jurisdiction is not prescribed specifically
for international cases, and is derived from the rules on internal territorial jurisdiction
pursuant to Article 27 of the Civil Procedure Act." This directs the court to look at the
rules on internal territorial competence in the Enforcement Act. It also leaves unresolved
the issue of internal territorial competence for recognition.'”’

72. It is important to note that, in addition to the possibility that the recognition pro-
ceedings are carried out at a separate hearing, which are non-contentious by their nature,

i ibid, 621-22; M Dika, "0 pojmu priznanja stranih sudskih odluka po jugoslavenskom internom pravu’ [‘On
the Notion of Recognition of Foreign Decisions under Yugoslav Domestic Law’| (1987) 26 Privreda i pravo
[ Economy and Law] 600, 603—4; V Tomljenovi¢, 'Kako kvalificirati pojam strane sudske odluke?' |'How to Qualify
the Notion of the Foreign Judicial Decision?’] (1986} 7 Zbornik Pravnog fakulteta Sveuéilista u Rijeci [Collected
Papers of the Law Faculty of the University of Rijekal 171, 179,

188 1t has been stated that foreign authenticated documents, if enforceable in the country of origin, should be
treated as equal to such documents which are given the tirulus executionis under Croatian law, such as notary
public deeds or solemnised private deeds, and thus are a basis of enforcement (Notary Public Act, OG RC 78/1993,
2971994, 162/1998, 16/2007 and 75/2009). Vukovi¢ and Kunitek, above n 87, 545.

# Art 17 of the Enforcement Act-

# See the list in Vukovi¢ and Kunétek, above n 87,

5 ibid, 535 and 550.

% ibid, 336 and 550-31.

17 Dika, in Dika, Knezevi¢ and Stojanovié, above n 85, 338-39.
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there is an option for each court to decide on certain legal matters, to give effect 10 those
proceedings only on the issue of recognition of the preliminary questions of the foreign
judicial decision.’® The first-instance decision on recognition and/or enforcement jg
appealable within 15 days from the day the decision was served on the appealing party.=

73. The general requirements for recognition and enforcement of foreign judicial deci-
sions, including the decisions on interim/preliminary measures, are those prescribed in the
Croatian PIL Act. The Croatian court shall refuse recognition of a foreign judicial decision
{or an equivalent to it) if:

{a) exclusive jurisdiction in the matter is reserved for the Croatian courts;™™

(b) the matter is a res iudicaa;™

{c) the decision is contrary to Croatian ordre public'™

{d} there is no reciprocity;'”

{e) on the basis of the abjection of the party against whom the decision was rendered, it is
established that that party was not given the opportunity to participate in the proceed-
ings due to the procedural irregularity.’>

Further, a precondition for recognising a foreign judicial decision is that the certificate
issued by the competent foreign court or other body certifying the decision is unappealable
(final and binding) according to the law of the country of origin."” In case of enforcement
of a foreign judicial decision, all the above cited provisions on recognition {Arts 87-92)
apply accordingly, while the applicant also has to submit the certificate that the decision is
enforceable under the law of the country of origin.'*

74. The above listed requirements apply equally to cases involving intellectual property
rights. Understanding that ex parte proceedings are very important in the field of inteilec-
tual property law, it is important to verify whether these rules would prevent the recogni-
tion and enforcement of judgments and provisional measures handed down in such
proceedings. Two provisions might be of particular importance, the provision on ordre
public and the due process provision embodying the principle of audiatur et altera pars.
Normally, the decisions rendered in ex parte proceedings should not be considered con-
trary to Croatian ordre public or due process clause since such proceedings are envisaged in
the Croatian intellectual property statutes as well.'”

" Art 101(5) of the PIL Act.

At 101{3) of the PIL Act.

¥ ATt 89 of the PIL Act.

¥ A1t 50 of the PIL Act. In the situation where there is an unappealable decision rendered or recognised in
Croatia in the same matter the court shall refuse the recognition. While in cases where therte is an carlier #is pen-
dens before a Croatian court, the recognition court shall suspend the proceedings until the unappealable decision
is rendered by the litigation court.

A 97 of the PIL Act.

“ Ar 92 of the PIL Act. Reciprocity is presumed to exisi until proved otherwise, and in case of doubt the
Ministry of Justice may be requested to provide 4 clarincation.

™ Art 88 of the PIL Act. This ground exists, in particular, if the party against whom the decision was rendered
was not able to participate in the proceedings since he or she was not personaily delvered the summons, state-
ment of claim or decree on the commencement of the proceedings. unless he or she has pleaded on the merits in
the first instance. Whether there was actually a procedural irregularity is decided under the law of the country
where these proceedings took place, ie the country of the origin of the decision in quesuen.

** Art o7 of the PIL Act.

* Ar196 of the PIL Act

7 See ey, Arts 93114) and 95k1 3+ of the Fatent Act.
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75. Problematic in recognition and enforcement under Croatian law is the fact that
there are no explicit provisions which confer on courts or administrative bodies exclusive
international jurisdiction in cases concerned with grant, registration, validity, abandon-
ment or revocation of the registered intellectual property right. This is further complicated
by Article 47 of the Croatian PIL Act. which states that the Croatian courts shall have exclu-
sive jurisdiction only where such jurisdiction is explicitly prescribed by the Croatian PIL
Act or another statute. Therefore, it might be concluded that exclusive jurisdiction of
Croatian courts could not be used as a ground for refusal of recognition of foreign deci-
sions which invalidate a Croatian patent registered before the SIPQO, because such exclusive
jurisdiction is not explicitly prescribed. An alternative option for a Croatian court asked to
recognise such decisions would be to invoke ordre public. The following reasons may be
relevant to this discussion. Above all, the principie of territoriality of intellectual property
rights requires that issues such as grant, registration, validity, abandonment or revocation
of the registered intellectual property rights are not decided by foreign courts or bodies. In
Croatia, moreover, such issues are almost without exception decided before administrative
bodies, even the Croatian courts are excluded.'” Verona's comments, furthermore, high-
light that each country views the patent protection as its exclusive right, just as in the period
of privileges, because the exclusive right of an inventor my not exist without the patent, and
the patent is an act of public law that may not extend beyond the borders of the issuing
state. As a result, no foreign body may judge the validity of the patent.” Based on these
reasons, it might be possible to claim that it would be contrary to the Croatian ordre public
to recognise or enforce a foreign decision on the issues such as grant, registration, validity,
abandonment or revocation of the registered intellectual property right. As a final resort,
one might claim that the decisions on grant, registration, validity, abandonment or revoca-
tion of the registered intellectual property right are not private law matters under Croatian
law, but fall under the public law sphere where the PIL Act does not apply and where the
principle of sovereignty excludes the possibility of the laws of one state having legal effects
on the territory of another state.

76. The courts competent to carry out the recognition and enforcement proceedings in
commercial matters, including the intellectual property matters, are the Commercial
Courts in the first instance, and the High Commercial Court in the second instance.*®

Section II: Hypothetical Case Studies

Case 1: General/Special Grounds of Jurisdiction

A is an international pop-music idol who has just released a new single. At a point in time when
sales of the new single have increased B, the publisher of a monthly music journal, inserts a head-
line article claiming that the new single of A is a mere adaptation of a song released in the 1950s. A
files a defamarion suit.

1% See gbove 1.1.3. This circumstance has been pointed our as one of the justifications of the exclusive jurisdic-
tion by the Court of Justice of the European Union in Case C-4/03 Gesellschaft fur Antrichstechnik Gmbi & Co KG
v Larnellen und Kupplungsbau Beteiligungs KG of 13 fuly 2006, accessible at: curia.europa.ew/jcms/jems/j_6/, paras
22-23,

™ Verona, above n 53, 55.

= Art 20013(6) of the Courts Act.
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Case 1{1)

Would a court of your country have international jurisdiction if the defendant B had its residence
in your country? Would the decision regarding international jurisdiction of the court of your
country differ if the defendant was a corporation having its main place of business in a third coun.
try X, but a branch was located your country?

Courts in Croatia cannot establish their jurisdiction on the basis of the defendant’s resi-
dence, but merely on the basis of the defendant’s domicile. The residence may be relevant
only subsidiarily, in a situation in which the defendant has no domicile in Croatia or in any
other country in the world. .

If the defendant was a corporation having its main place of business in a third country,
and the branch in Croatia, the situation would not be altered just because of the presence
of the branch in Croatia, since the general jurisdiction for corporations {(and all legal per-
sons) is based on their seat.

In both above cases, the lack of contact may be cured if a defendant enters a plea without
challenging the jurisdiction (prorogatio tacita).

Case 1(2}

Would a court of your country have international jurisdiction if the copies of the journal were
distributed in your country in the language which is officially spoken? Would the decision differ if
the journal was printed in your country for distribution in neighbouring country X {in a language
which is pot spoken in your country)?

If the copies of the journal were distributed in Croatia in Croatian, the court would have
jurisdiction on special grounds for tort since the damage would then have occurred in the
Republic of Croatia, which is the relevant criterion for establishing jurisdiction.

A decision of the Supreme Court of the Republic of Croatia seems 1o be pertinent to this

case:™

The damage caused to the plaintiff by publishing to her damaging information simultaneously in
the Republic of Croatia and the Republic of Slovenia represents the total damage, and for enforc-
ing that damage before the court, in accordance with provision of Article 28 paragraph 1 of the
Resolution of Conflict of Law with the Laws of Other Countries in Certain Relations Act (*Official
Gazene, No 53/91) the applicable substantive law is the law of the place where the act was commit-
ted or the law of the place where the consequence has occurred, depending on which of the two
laws is more favourable 1o her.

Hence, the plaintiff could at her choice claim compensation of damage either according to the
substantive laws of the Republic of Slovenia, or the laws of the Republic of Croatia, The jurisdic-
tion of the court of the Republic of Croatia to proceedings in marters with an international ele-
ment is based on the provision of Article 53 paragraph 1 of the same Act.

If the journal was printed in Croatia for distribution in neighbouring country X, the legal
situation is unclear due to the absence of case law. Moreover there are conflicting scholarly
opinions on this issue. It might happen that nothing would change since the relevant provi-
sion containing the phrase ‘damage occurring in the Republic of Croatia’ has been inter-
preted in in line with the ubiquity theory according to which the damage occurs both, in
the place where the wrongdoer acts (locus actus) and in the place where the consequence of

® The Supreme Court of the Republic of Croatia Rev 3197/1995-2, 22 November 1993, accessible at: suds-
kapraksa.vsrh.hr/supra/.
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such wrongful action is felt (Jocus damni), but only as to direct damages, The contrary
scholarly opinions would limit the scope of this phrase only to the place of the damage,
ie the consequences of tortuous act (locus damni). Therefore, it is hard to predict which
direction the courts and ultimately the Supreme Court of the Republic of Croatia would
follow.

The effect that questions of a foreign language used in the journal and not spoken in
Croatia might have over the jurisdiction issue is, to the knowledge of the author of this
Report, never been discussed in the context of Croatia. In the opinion of the author of this
Report, the language should not have any effect over determining the jurisdiction on the
basis of the provisions as they are now, since language is not among the prescribed criteri-
ons in any of the provisions on jurisdiction, and Croatian courts may not decline jurisdic-
tion if the prescribed criteria are met.

Case 1(3)

Under the law of your country, would residence of the defendant be necessary for a court 1o have
international jurisdiction over A's ciaim for the overall damage sustained in all countries where the
journal was published?

This has not been at issue in any of the available court rulings. Perhaps the same interpreta-
tion might be adopted as in respect to language. However, taking account of the sometimes
creative approach of the Supreme Court of the Republic of Croatia it would not be surpris-
ing ‘that it would follow the interpretations adopted in the comparative law (such as in the
rulings of the Court of Justice of the European Union).

Case 2: Subject-Matter Jurisdiction

A court of country X is dealing with a dispute berween A and B concerning an infringement of 2
foreign patent issued in country Y. During the course of infringement proceedings, B makes a
counter-claim that the patent is invalid. Assuning that a court of your country is the court of
country X:

Case 2(1)

Would it have international jurisdiction and would it decide the question of the infringement of
foreign intellectual property rights?

In the situation where a dispute between A and B concerning an infringement of a foreign
patent issued in country Y is brought before a Croatian court, the court would have inter-
national jurisdiction provided that any of the grounds is met:

defendant’s domicile/seat in Croatia;

defendant’s residence in Croatia if the defendant is domiciled neither in Croatia nor in
another country;

the parties to a dispute are Croatian nationals and the defendant has residence in Croatia;

one defendant’s domicile/seat in Croatia is sufficient for jurisdiction against other defend-
ants provided that they are sued on the same legal and factual grounds;

defendant is Croatian national domiciled in Croatia, and lives abroad where he or she has
been sent on duty or to work by a state body, a company or another legal person;
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criterion of jurisdiction provided in the law of a foreign state applicable in the proceedings
against a Croatian national, which although not provided in Croatian law, may be used
for establishing the jurisdiction of the Croatian courts in the proceedings against the
national of that foreign state;

if damage occurred in the Republic of Croatia; or

if a defendant enters a plea without challenging the junisdiction.

Case 2(2)

Would the court have international jurisdiction to decide upon the issues of validity (and regis-
tration) of foreign inteflectual property rights? If so what would be the legal effects (inter partes
or erga omnes) of such a decision? Wouid the decision differ with regard 10 registered and non-
registered intellectual property rights?

Whether the Croatian court would have international jurisdiction to decide upon the issues
of validiry {and registration) of foreign intellectual property rights {such as the Bs patent)
because a counter-claim was raised in the course of infringement proceedings, is neither
regulated in the statutes nor has it been decided before the Croatian courts, to the knowl-
edge of the author of this chapter. In fact, the courts in Croatia do not have the subject-
matter jurisdiction to decide such issues regarding the Croatian registered intellectual
property rights, but the question if they do have such jurisdiction in regard to the foreign
registered intellectual property rights is not possible to answer under the current state of
affairs. There is a provision in Article 189 of the Croatian Civil Procedure Act which states
that the court entertaining the claim is competent to decide on the counter-claim by which
a defendant is requesting that certain right is established and the decision on the claim
depends partially of fully on the existence or non-existence of that right. This provision has
also been interpreted as the provision on international jurisdiction pursuant to Article 27
of the Civil Procedure Act.?? Consequently, there would net seem to be any explicit basis
for the Croatian court to decline its jurisdiction and it should probably proceed with the
case, unless it resorts to creative reasoning.

The situation seems less problematic for non-registered intellectual property rights since
their validity is under the competence of the courts in Croatia and no act of a foreign state
authority would have to be judged. Therefore, the Croatian court would probably not be
prevented from establishing its jurisdiction only due to the fact that it has to decide on the
counter-claim for validity of the foreign non-registered intellectual property right.

If the Croatian court does decide upon the issues of validity (and registration) of a for-
eign inteliectual property right due to the counter-claim in the course of infringement pro-
ceedings, this decision would have an erga omnes effect because it will have equal effects as
the decision on the claim itself. Conversely, if the issue of validity is to be decided on the
basis of simple objection raised in the proceedings, that decision would only be producing
legal effects fnter partes.

Case 2(3)

What would be the decision of a court if the question of the validity of a foreign intelleciual prop-
erty right arose as a preliminary question and remained unchallenged by the parties?

3 The County Court in Rijeka G2-2137/88 of 25 January 1989, Pregled sudske prakse [Case Law Reports], 41
[Zagreb. Narodne novine, 1985}, No 34,
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In opposition to the scenario involving the counter-claim, if the issue of validity is to be
decided on the basis of the simple objection raised in the proceedings, thus creating a pre-
{iminary question, that decision would only be producing legal effects inter partes. If such
objection would be unchailenged by the parties, then the decision of the court might be
affirmative but that would eventually depend on the provisions regulating the onus
probandi. One of the fundamental principles on burden of proof in Croatian law is that the
truthfulness of the allegation made by a party should be proven by the same party, and not
by the party denying it {probatio incubit ei qui affirmat non ei qui negat), especially if those
allegations are favourable to the party making the allegation.® This rule is subject to cer-
1ain exceptions, so it is impossible to provide an answer on an abstract level.

Case 3: Consolidation of Proceedings

A is a holder of identical patents in countries X, W, Y and Z. B, C and D are competitars of A and
are located in countries X, Y and Z respectively. A finds that B, C and D infringe its patents in
countries X, Y and Z. A institutes patent infringement proceedings against alleged infringers before
the courts of countries X, Y and Z. A's main place of business is in country W; due to high litigation
costs A seeks the consolidation of claims forum of country W.

Case 3(1)
K
Assuming that the court of country W is a court of your country, would it have jurisdiction to join

claims against defendants B, C and D? Would the decision of a court differ if A was a licensor and
the claims were raised against licensees B, C and D on the ground of the infringement of a contract?

The question whether the Croatian courts would have jurisdiction to join claims against
defendants B, C and D would depend on the interpretation of the provision of Article 46(4)
of the PIL Act. This provision states that if there are two or more defendants who are sued
on the same legal and factual grounds and between whom this legal and factual connection
existed even before the lawsuit was initiated (Croatian materijalni suparni ari, German
materielle Streitgenossenschaff), the Croatian court shall have supplemental jurisdiction to
adjudicate the case against all defendants provided one of those defendants has domicile or
seat in Croatia. Under the circumstances of this hypothetical case, there seems to be no
grounds for international jurisdiction on the basis of joinder because neither of the defend-
ants is domiciled or seated in Croatia.

In passing, the question whether parallel, identical patents in different countries consti-
tute the same legal ground has not been addressed by either the Croatian case law or legal
scholarship.

Case 3{2)

Assuming that B, C, and D are members of a group of a corporation and takes identical steps in
infringement of A’ patents, A seeks to consolidate the proceedings befare a court of country X
where the coordinator of infringing activities has its main place of business. Assuming that the
court of country of X is a court of your country would (and if so under what conditions) it con-
solidate the proceedings if it was to decide upan the request of A? Would the decision change if B,
C, and D raised counterclaims that A's patents are invaiid?

5 Triva and [Yika, above n 122, 499-300C.



512 [lvana Kunda

The issue whether Croatian court would and under what conditions consolidate the pro-
ceedings if it was to decide upon the request of A, does not actualiy depend on the corpora-
tive structure of the defendants, but on the same circumstances as explained under Case
3(1). In order for the Croatian court to be competent under Article 46{4) of the PIL Act, the
defendants have to be sued on the same legal and factual grounds and this legal and factual
connection must have existed between them even before the lawsuit was initiated (Croatian
materijalni suparni ari, German materielle Streitgenossenschaft). The condition missing
under Case 3(1), the domicile or seat of at least one of the defendants in Croatia, would be
fulfilled since B is located in Croatia (provided that “location’ in the hypothetical is equal to
the registered scat). Regarding the same factual situation, the court might find this require-
ment is fulfilled due to the fact that all defendants took identical steps in infringing A’s pat-
ent. However, the other cumulative condition that there is also the same legal ground might
prove decisive since there are several patents, which are independent rights and their
infringement is sanctioned by each country’s law, hence the court might conclude that
defendants are not sued on the same legal grounds. Or, the court might conclude that since
the patents are identical and the laws concerning the patent infringement are 100, there are
the same legal grounds. It may hardly be expected that the court might conclude that same
legal grounds exist if the patent laws of the respective countries differ in regulating {defin-
ing) the infringement.

The question as to whether the Croatian court decision on jurisdiction might change if
B, C and D raised counterclaims that A's patents are invalid, would depend on the circum-
stances not clearly stated here, but it is assumed that the defendants did not previously
abject to the jurisdiction of the Croatian court. Thus, if the defendants, without objecting
to the jurisdiction of the Croatian court, raised counterclaims (which would mean that
they have practically entered a plea} the jurisdiction against them would be based on the
provision of prorogatio tacita, as against all defendants not having domicile/seat in Croatia,
and on the basis of the general heading of jurisdiction (defendant’s domicile/seat) as
against B. The question would stiil remain as to whether the Croatian court might be com-
petent to decide the validity of foreign patents, which has been addressed above.

Case 4: Choice of Court

A, who holds a bundle of patents in different countries, entered into a non-exclusive licence agree-
ment with B pursuant to which B received a licence 10 make, use or offer for sale and otherwise
dispose of licensed products. B paid the initial licence fee but later refused 1o pay other fees argu-
ing, inter alia, that its products do not fall under the scope of the licensed patents.

A filed a suit against B seeking patent infringement damages and refers to the choice of forum
clause which the parties agreed upon in the licence agreement. B objects to the enforcement of
such a choice of forum clause, arguing that the issue is related to foreign patents and thus the
asserted choice of court clause is not enforceable. Assuming that A and B are not nationals of your
country and do not have any place of business in your country:

Case 4(1)

Would such a choice of court clause of the licence agreement be enforceable? Would the decision
differ if parties made {new) choice of court agreement at the time when the dispute arose?
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A choice-of-court clause in a non-exclusive licence agreement between A, the holder of a
pundle of patents in different countries, and B, the licensee, pursuant to which B received a
licence to make, use or offer for sale and atherwise dispose of the licensed products, would
be enforceable provided that this clause is otherwise valid. The additional elements for
validity of the choice-of-law clause which confers jurisdiction to the Croatian court is that
at least one of the parties is a natural person with Croatian nationality, or a legal person
having its registered seat in the Republic of Croatia. The situation would remain the same
if parties make a (new) choice-of-court agreement at the time the dispute arises.

Case 4(2)

Would the court enforce an exclusive choice of court clause if the defendant raised a counter-claim
that patenis are invalid?

Assuming that the defendant raised a counter-claim that patents are invalid, the Croatian
court would decide on enforcing an exclusive choice-of-court clause independently from
such a counter-claim, on the basis of the criteria described under Case 4(1). In passing, if
the defendant raises the counter-claim without objecting to the jurisdiction of the Croatian
court, that might be interpreted as a plea entered by the defendant, thus creating grounds
for the court to establish its jurisdiction even if the choice-of-court clause is not valid.

Case 4(3)

i
Would the court assert jurisdiction if the choice of court agreement was made in patent infringe-
ment proceedings?

If the choice of court agreement is in patent infringement proceedings, the Croatian court
cannot establish its jurisdiction because of wordings described under Article 53(1) of the
PIL Act, which appears not to allow the parties to explicitly agree on international jurisdic-
tion in tort cases, including patent cases. :

Case 4(4)

“ Would the parties’ arbitration agreement be enforceable under the law of your country? Could the
arbitration tribunal decide upon the validity of intellectual property rights? If so, what would be
the legal effects of such a decision?

The parties’ arbitration agreement would be enforceable under Croatian law both in respect
to contract and infringement of an inteliectual property right, and such decision would
have a res iudicata effect in Croatian legal system. In opposition, the arbitration tribunal
cannot decide upon the validity of intellectual property rights because it is explicitly stated
that arbitrable claims are only the ‘settleable claims, ie claims in respect to which it is per-
missible to settle (French le drois sur lequel il est permis de transiger, German Rechte, iiber die
die Parteien frei verfiigen kinnen, Croatian prave kojime se moze slobodno raspolagati).**

Case 5: Parallel Proceedings

A owns two product patents in countries X and Y. B, who is located in country Z, produces the
identical product to that for which A has patents and exports that infringing product 1o countries

B4 See the text accompanying nn 120 and 121 above.
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X and Y. Having found out about the infringing activities A fles an infringement suit before the
court of country Z. However, before A brings a suit in country Z, B launches actions in countries X
and Y seeking declarations that B is not liable for the infringements of patents owned by 4
Assuming that the court of country Z is a court of your country:

Case 5(1)

What procedural steps would a court of a couniry Z take having regard pending proceedings in
countries X and Y? Wouid the decision of a court of country Z be different if the dispure was
related to intellectual property rights that are not subject to registration?

Assuming that the court of country Z is Croatia, the procedural steps that a Croatian court
would take regarding pending proceedings in countries X and Y are as follows. The Court
could take an action regarding the simultaneous lis pendens before a Croatian court and a
foreign court only upon the request of a party to the proceedings. [f such request has been
made pursuant to Article 80 of the PIL Act, the Croatian court shall suspend the proceed-
ings® provided that three conditions are cumulatively met: a) both disputes are between
the same parties and in the same legal matter, b) the proceedings before the foreign coust
commenced earlier, ¢} the legal matter falls under the Croatian rules on exclusive interna-
tional competence, and d) there is reciprocity. The issue of which proceedings commenced
first is 1o be judged by the laws of the respective countries where the proceedings are taking
place {each country’s lex fori).” Furthermore, the reciprocity requirement is considered
met only if there is factual reciprocity, regardless of whether Croatia and the other counsry
have concluded an international agreement or whether the other country has enacted a law
on suspension of proceedings in case of an international lis pendens. What matters is that
the other country, where the parallel proceeding have commenced later, would also recog-
nise, under certain conditions, the priority of the Croatian proceedings if commenced ear-
lier.®” As previously stated, the exclusive international competence is not prescribed for the
cases of infringement of intellectual property rights, irrespective of whether the claims are
condemnatory or declaratory. Finally, it has been submirted that parties do not need to be
in the same procedural roles for the subjective identity requirement 1o be met,” and that
objective identity exists when the res iudicata effect of the decision in the proceedings
would extend to the dispute which is the subject-matter of the parallel proceedings.”® At
issue here is whether there is an objective identity between the condemnatory infringement
claim and the declaratory non-infringement claim. Although Croatian legal scholarship
and case law have not specifically addressed the issues in the context of intellectual prop-
erty rights, it may be concluded 1hat in evaluating these matters the Croatian court would

# The suspension lasts until the completion of the foreign proceedings. If the foreign decision is recognised in
Croatia the claim made in the Croatian proceedings will be dismissed, whereas if the foreign decision refused
recognition in Croatia, the Croatian proceedings will be continued.

T 0 Vukovic, ‘Litispendencija kod gradanskopravnih stvari s medunarodnim elementom’ |"Lis Pendens
Concerning the Civil Law Matters with an International Element’] (1986) 10 Gedisnjak Pravnog fakulteta u
Banjaluci { Annals of the Faculty of Law in Banjaluka)] 107.

" There are certain disputes in the scholarly writings abour the extent to which the foreign rules on {is pendens
should be equivalent to the Croatian rules in order for the reciprocity requirement to be met. See Dika in Dika,
Knezevid and Stojanovic, above n 83, 257-58.

T [ was also established in the case law that the parties are not identical in the case where the plaintiff in the
first proceedings was the Clinical Centre of the University of Sarajevo, and the party in the other praceedings was
the Republic of Bosnia and Herzegovina. The Supreme Court of the Republic of Croatia Revi-118/65-2 of 13 July
2006, accessible at: sudshapraksa.vsth.hrfsupral.

- Triva and Dika, aboven 122,419,
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need to establish that the two litigations have the same type of claim and the same factual
ground for the claim (equivalency theory) 2'° It has been opined that if the plaintiff requests
the court to prevent the defendant from doing something, including making payment, or
refraining from some act, there is no obstacle to a parallel proceeding in which the defend-
ant could request the court to declare that there is no legal relationship constituting legal
grounds for the plaintiff’s condemnatory claim in the first proceedings. In such a case if the
defendant’s declaratory claim were to be accepted, the plaintiff’s condemnatory claim
should be refused. If, however, the plaintiff’s condemnatory claim is accepted, such con-
demnatory judgment would not at the same time encompass the declaration that there is a
tegal relation which is grounds for a condemnatory claim, but only that there is an obliga-
zion to do something (such as pay a sum of money) or to refrain from doing something.”!
Applying this to the facts presented in the hypothetical case, a possible conclusion might be
that because the two claims differ in type (one is condemnatory claim ordering termina-
tion of infringement and compensation of damages, and the other is declaratory claim
establishing there is no infringement), there is no objective identity and thus no obstacle
for the parallel proceedings to continue. To be exact, the res iudicata effect of the decision in
the infringement proceedings before the Croatian court would not extend to a dispute on
non-infringement which is the subject-matter of the paraliel proceedings because the dec-
Jaration on infringement is not included in the dispositive part of the judgment (conclusia)
rendered by the Croatian court, but only in the reasons, which are never covered by the res
iudicata effect.

All the above-stated facts apply equally 1o the dispute that would be related to intellec-
tual property rights that are not subject to registration.

Case 5(2)

_ What procedural steps would the court in country Z take if B brought a suit before a court of a
third country W challenging the validity of patents in countries X and Y7

If B brought a suit before a court of a third country W challenging the validity of patents in
countries X and Y, the procedural steps that the court in Croatia (again assuming that the
court of country Z is Croatia) would take are difficult to predict.

Case 6: Principle of Territoriality (Choice of Law)

A owris a patent over an engine in country X. B produces separate parts of the patented engine and
exports them separately to its customers in countries Y and Z. Customers of B can easily assemble
the parts of the patented engine in a very short time.

a0 ihid, 646. The Supreme Court of the Republic of Croatia has ruled that there is no objective identity in a case
in which the first proceedings were for the declaration on illegality of the cancellation of an employment contract
{on the grounds that there was no workplace in the employer's enterprise which is included in the employment
contract and that the employee’s workplace was not appropriate to her physical and professional capabilities) and
that the employment had not been terminated. While the second proceedings were for the cancellation of the
employment <ontract due to its breach by the employes, ie the condemnatory claim (for returning to work and
offering a new employment contract apprapriate to the employee’s physical and professional capabilities). The
Suprenie Court of the Republic of Croatia, Revr-742/07-2 of 28 November 2007, accessible at: sudskapraksa.vsrh.
hz/supra/.

M Triva and Dika, above n 122, 649-50,
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Having found out about Bs activities, A files a suit in country X requesting an injunction ang
recovery of damages for patent infringement. B argues that the export of separate parts of ap
invention does not amount to patent infringement and that the patent statute of country X does
not extend to activities abroad.

Case 6(1)

Assuming that the court of country X is a court of your country, could it apply the patent statute
for allegedly infringing acts occurring in country Z?

Assuming that country X is Croatia, the question is whether a Croatian court would apply
the Croatian Patent Act to allegedly infringing acts occurring only in country Z. To the
awareness of the author of this chapter, the Croatian courts have not yet been in a position
of deciding such matters, because the infringing acts committed abroad have never been in
dispute. There have been certain decisions where the Croatian courts have stated, invoking
the Berne Convention, that the law applicable to infringement is that of ‘the country in
which protection is claimed’, suggesting that the Jex fori rules applies.”* Nevertheless, when
interpreting these ruling one should be aware that the courts have simply written down the
exact wording of the Berne Convention and in these situations only acts in Croatia were at
issue. [t should alsa be noted that the scholarly opinions are unanimous in supporting the
territoriality principle and consequently the rule on lex loci protectionis.® Therefore the
conclusion would be that the Croatian Patent Act should not extend to activities abroad,
however, the courts will have the final say.

Case 6(2)

Assuming, first, that the claim for the infringement of patent granted in country X is brought
before the court of country Z and, secondly, that the court of country Z is a court of your country,
could the court apply the patent statute of country X for allegedly infringing acts that occur in
country Z?

Under a different scenarie where the claim for the infringement of patent granted in coun-
try X is brought before the Croatian court (a court of country Z), the question arises as to
whether the Croatian court could apply the patent statute of country X for allegedly
infringing acts that occur in Croatia. Because the Croatian courts have not had an opportu-
nity to decide on such issues, the same concerns apply as under Case 6(1).

Case 7: Infringement of Intellectual Property Rights

Three IT students, A, B and C, have created a website which facilitates speedy exchange of digital
files (music, videos, software, etc) among users from all over the world. After several months when
the website became very popular, A, B and C introduced an additional paid service: the speedy
exchange of big capacity digital files. Although A, B and C know that some files thai are stored in
the server of their website are illegal, they do not take any actions to somehow prevent infringe-
ments of intellectual property rights.

Major international entertainment industry companies file an infringement suit against A, B
and C requesting to close the website and pay damages, Assuming that the court of your country
has international jurisdiction in such a case:

12 See above nn 130 and 148.
3 Gee above nn 133, 145 and 146.
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Case 7(1)

What law would be applied to determine the liability of A, B and C for direct infringement acts?
Would parties be allowed ta agree on the applicable faw (infringement and remedies)?

Assuming that the Croatian court has international jurisdiction in such a case, the question
arises as to the law that would be applied to determine the liability of A, B and C for direct
infringement acts. The relevant conflict-of-law provision is Article 28(1) of the PIL Act
which provides that the law applicable to non-contractual liability is either the law of the
place where the act was committed {lex loci actus) or the law of the place where the conse-
quence has occurred (lex loci damni), depending on which of them is more favourable to
the injured party. Although it was stated in the legal scholarship that this provision needs to
pe adjusted by interpretation in order to comply with the territoriality principle, it has been
interpreted by the High Commercial Court to be in line with the Berne Convention in Sten
Eric Odman v Adris Grupa dd* In that case, the Court concluded that Croatian law is
applicable without any reasoning explaining where the acts were committed or where the
consequences occurred, but perhaps this was due to the acts of alleged infringement being
limited to Croatian territory only.

It is possible to state with more certainty that the parties would not be allowed to agree
on the applicable law (infringement and remedies) since such agreement is not allowed
under the PIL Act for non-contractual damages. Nevertheless, to the extent that this matter
is‘arbitral, it would be possible for the parties to agree on the applicable law.

i
Case 7(2)

Would the choice of law differ if the claim for damages was brought against the internet service
provider (ISP) as a secondary infringer? Would parties be allowed to agree on the applicable law
{infringement and remedies)?

In a case where the claim for damages was brought against an internet service provider
(ISP) as a secondary infringer, the situation would not be any clearer than under Case 7(1 )
Likewise, the conclusion under Case 7(1) applies also to the possibility of choosing the
applicable law in this case,

Case 7(3)

Could the court decide on the ubiquitous infringement (where the infringement occurs in multi-
ple places/countries) of intellectual property rights? If so, what would be the applicable law? Would
the parties’ choice of law be allowed? How would the court of your country define ubiquitous
infringement of int¢llectual property rights?

The ability of the Croatian court to decide on the ubiquitous infringement (where the
infringement occurs in multiple places/countries) of intellectual property rights does not
seem to be excluded by the provisions on international jurisdiction. Therefore, provided
that any of the criteria for jurisdiction are met, the court could proceed. The law that the
court would apply would be determined in the same vein as under Case 7(1). There is no
legal of definition ‘ubiquitous infringement’ in Croatian case law or statutes, and defining it
seems to be of no relevance because the legal situation remains unchanged.

1 See the accompanying lext, above n 148.



ey s
I i e el bl

ey

=

T

o r e g T

518 fvana Kunda

Case 8: Applicable Law to Initial Ownership

A is a foreign visiting researcher in B's laboratory. Soen after being employed, A made several sig.
nificant inventions using the equipment of Bs laboratory. B's is now making huge profits by grant-
ing licences to a number of companies to use the inventions of A.

A fles a sult for compensation, arguing that he is the initial owner of the inventions and B
should not have granted licences without A's consent. Assuming that A files a claim before a court
of your country:

Case 8(1)

What law would the court of your country apply to determine whe is the initial owner of the
invention? Would the parties’ choice of law clause concerning the right 1o obtain paients be
enforceable in your country?

There are no conflict-of-law provisions that would designate the law applicable in deter-
mining the initial holder of the invention, and this issue has not been addressed by the
Croatian courts. In Sten Eric Odman v Adris Grupa dd, the Commercial Court in Rijeka
attempted 10 resolve the issue of authorship by referring both to Croatian copyright law
and Swiss copyright law, as lex fori (or lex loci protectionis) and lex originis respectively.?®
Nevertheless, the initial entitlement to the patent (invention) could not be viewed in the
same fashion as the initial entitlement to the copyright even if Croatia were to accept the
country of arigin principle. Therefore, 2 solution might be in applying the provision on
lacuna legis contained in Article 2 of the PIL Act, which states that in such a case the provi-
sions and principles of that Act, principles of the Croatian legal system and principles of
private international law, should be applied mutatis mutandis. Consequently, the court
might resort to the principle of territoriality and determine that this is one of the issues
under the scope of the lex loci protectionis.

Case 8(2)
Would the decision differ if A made an invention in joint coliaboration with other researchers?

If A made an invention in joint collaboration with other researchers, the issue might also
arise as to his initial entitlement to patent (invention). Croatian law does not contain spe-
cial conflict-of-law provisions for these types of cases. Hence, reference should be made to
the explanation on lacuna legis under Case 8(1).

Case 8(3)
Would the applicable law differ in case of initial authorship or initial title to trade mark?

The applicable law in case of initial authorship was at issue in Sten Eric Odman v Adris
Grupa dd. In resolving this issue, the Commercial Court in Rijeka referred both to Creatian
copyright law and Swiss copyright law, as lex fori (or lex loci protectionis} and lex originis
respectivelv.?'® The Court’s reasoning did not provide an explanation as to why both Acts
were consulted. The Court stated that these two Acts contained identical rules on the pre-

it See above n 175,
2 ibid.
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sumption of authorship, so that there was no need to decide which one was relevant. It
remains unciear what would have been the result if the substantive rules if Swiss and
Croatian laws had differed.

As for the initial title to trade mark, reference should be made to explanations on lacuna
legis under Case 8(1).

Case 8(4)

What law would the court of your country apply if A raised a claim arguing that B did not pay
reasonable compensation for patents obtained by B in a number of foreign countries?

If A raised a claim arguing that B did not pay reasonable compensation for patents obtained
by B in a number of foreign countries, the law applicable would depend on the classifica-
tion of this issue. Croatian law does not contain special conflict-of-law provisions for these
types of cases, hence the reference is made 1o explanation on lacuna legis under Case 8(1).

Case 9: Applicable Law to the Transfer of Rights Agreements

-A is a rising popular music band. Afier one of its concerts in country X, a representative of foreign

recording company B and A orally agreed to release A’s albums in the future. After the release of the

“debut album, B has made some arrangements of the debut single for the distribution of the album
“in country Y.

" A files a suit before a court in country X arguing that the moral right of integrity of a work has

" *'not been transferred and thus has been infringed. Assuming that a court of your country is a court
of country X:

Case 9(1)

Would the court enforce the parties’ choice of law clause regarding the transfer of economic and
moral rights of authors?

Assuming that country X is Croatia, several questions arise. With relatively high levels of
certainty, the court would enforce the parties’ choice of law clause regarding the transfer of

- economic rights of authors, but would not enforce transfer of moral rights of authors.

Namely, Article 19 of the PIL Act allows the parties to a contract to choose the applicable
law. However, in Croatian law the auther is prohibited 1o transfer inter vivos to another
person his or her moral rights,*” This rule has been qualified as an internationally manda-
tory rule (French loi de police, German Eingriffsnormen) because the moral rights of an
author are aimed at protecting crucial elements of Croatia’s social organisation.?'* It has to
be pointed out, though, thar this is merely a prediction since this issue has not been dealt
with by the Croatian courts.

Case 9(2)
* How will the couri deal with the issue of transferability?

The issue of transferability of copyright was 1o a certain extent part of the reasoning of the
Commercial Court in Zagreb in Freistaat Bayern v Croatiaknjiga doo. In deciding on the

7 See above n 163,
1% See text accompanying abave n 169.
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defendant’s objection that the State of Bavaria cannot take the role of the plaintiff, the
Court had to answer the question whether the State of Bavaria became a holder of copy-
right over Mein Kampf, ie whether it had lawfully acquired a copyright on the basis of ¢on-
fiscation. Although the Court developed certain conflict-of-law reasoning, it did not
mention transferability, only the means of legal redress and the copyright term. Therefore,
absent the Court’s express statement on what law appiies to transferability of copyright, the
application of Croatian law to the right of action and the legality of transfer might be
understood as 2 consequence of either the lex fori rule or the lex causae rule. A likely con-
struction would be that the Court considered these matters so closely related to the means
of redress that they fell under the same conflict-of-law rule, which in the opinion of the
author of this Report is not a valid conclusion. The consistent approach would be that the
issue of transferability should also be removed from the scope of the lex contractus because
it is one of the core issues and thus should be treated under lex loci protectionis.

Case 9(3)
What would be the applicable law in a case where there is no choice of law made by the parties?

In the absence of the parties’ choice, Article 20 of the PIL Act applies. Two provisions in
Article 20 of the Act refer directly to inteliectual property rights, out of which one is rele-
vant to copyright. Article 20(14) provides that the applicable law for the contract on copy-
right is the law of the place where the author’s domicile or seat was at the time of the receipt
of the offer. If ‘special circumstances of the case point towards another law’ to the law deter-
mined pursuant to the former provision, that other law will be applicable. This provision
functions as an escape clause enabling correction of the objective connecting factor. In the
absence of parties’ choice of applicable law, one should be mindful of the delineation
between the scope of the lex contractus and that of the lex loci protections.

Case 10: Recognition and Enforcement of Foreign Judgments

A court of a foreign country X decides a case between the parties A and B ruling that A is the owner
of a patent registered in your country. A refers to a court of your country asking 1o recognise and
enforce the foreign judgment.

Case 10(1)

Could the foreign judgment concerning the ownership be recognised in your country? How would
the recognising court assess the international jurisdiction of the rendering court?

Ta the awareness of the author of this chapter, the courts in Croatia have not had the
opportunity to decide on such a case, so the following opinion is merely that of the author.
There are no explicit provisions in Croatian law which would confer on Croatian courts or
administrative bodies an exclusive jurisdiction. In such cases, the provision of Article 47 of
the Croatian PIL Act states that the Croatian courts shall have exclusive jurisdiction only
where such jurisdiction is explicitly prescribed by the Croatian PIL Act or another statute.
Therefore, the exclusive jurisdiction of Croatian courts could not be used as a ground for
refusal of recognition of a foreign decision invalidating the Croatian patemt registered
before the SIPO, because such exclusive jurisdiction is not explicitly prescribed. An alterna-
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tive option for the Croatian court would be to recognise such decisions as invoking the
ordre public ground. If a foreign court, however, decides on who is the holder of a Croatian
patent, there is no threat to the principle of territoriality.** All the more, the issue of who
the holder of a patent is does not fall under the subject-matter jurisdiction of the SIPO but
of the ¢courts in Croatia.

Case 10(2)

Would the parties be required to re-litigate the dispute in order to have the ownership decision
registered in registry of a recognising country?

If a decision by the court of a foreign country X is recognised by the Croatian court, it
would produce the same legal effects as if the Croatian court had rendered it and it could be
the basis for registration of the new owner in the patent registry. However, if recognition is
refused, the parties would be required to re-litigate the dispute in order to have the decision
on ownership registered in the registry of a recognising country (Croatia),

Case 10(3)

Assurning that the judgment is recognised, what procedural steps have to be taken to enforce the
judgment in your country? Would the enforcement judgment be necessary, or would it suffice to
present the original judgment 1o the enforcing authority?

A;suming that the judgment is recognised, the procedural steps which have to be taken to
enforce the judgment in Croatia are regulated by the provisions of Articles 96 and 101 of
the PIL Act. It is provided that the enforcement of a foreign decision is subject to the same
rules as recognition, and that in addition the applicant for enforcement has to submit alse
the certificate of enforceability of the decision under the law of the country in which the
decision was rendered. There is legal scholarship to suggest that if enforcement on the basis
of a foreign decision is carried out in separate enforcement proceedings, in which the
decree on enforcement has to be rendered {as in domestic cases), the enforcement court
must additionally verify whether the foreign decision has become enforceable. This decree
is not concerned with declaring the enforceability, but only with constitutive approval of
the requested enforcement. If prior to enforcement a decision was rendered on recognition
in separate proceedings, this decision is binding for the enforcement court. If such recogni-
tion proceedings did not take place, the recognition may be decided by the enforcement
court as a preliminary question prior to deciding on the enforcement.” The other part of
the legal scholarship holds that a decree on enforcement of a foreign decision also has to
contain the affirmation of enforceability. **' The available case law seems to suggest that the
courts have adhered to the former simpler standard.??

4 Contrary opinion is presented in respect to the registration, validity, abandonment or revocation of the
registered intellectual property right, See above 1.4.

™ Triva and Dika, above n 122, 111

2 Contra I Grbin, ‘Pravni lijekovi duinika protiv rjeienja o izvrienju donesenog na temelju strane sudske
odluke’ ['Debtor’s Legai Remedies against the Decree on Enforcement Rendered on the Basis of Foreign Judicial
Decision’] (1985) 39 Nada zakonitost [Our Legality] 281.

2 See the County Court in Zagreb G2-716/99 of 8 February 2000, cited in K Sajko et al, above n 79, 181.
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Case 11: Provisional Measures and Injunctions

A owns a world-wide famnous accessories trade mark. After finding out that B is selling fake goods
which infringe A trade mark on an internet auction, A files an infringement suit also asking the
court to issue an injunction to stop infringing activities and seize infringing goods. Assuming tha
both A and B are resident in your country and the main infringing activities take place there:

Case 11(1)

Would a court of your country have jurisdiction to issue provisional measures/injunction {regard-
ing infringing acts and counterfeited goods located in different countries) which would also have
extraterritorial effects? Would the situation change if the court of your country did not have juris-
diction over the main dispute (eg, if B was resident in country Y and infringing acts were made in
countrv Y)?

Assuming that both A and B are resident in Croatia and the main infringing activities take
place there the question arises as to whether a Croatian court would have jurisdiction to
issue provisional measures or injunctions (regarding infringing acts and counterfeited
goods located in different countries) which would also have extraterritorial effects. The
Enforcement Act envisages an international element in determining the jurisdiction of the
enforcement courts,”® but does not contain any provision which would indicate that
Croatian couris may or may not render the enforcement decree producing extraterritorial
effects.

If the Croatian court does not have jurisdiction over the main dispute, eg, if B was resi-
dent in country Y and infringing acts were made in country Y, this would not affect the
jurisdiction of the Croatian court to issue provisional measures or lnjunctions which would
also have extraterritorial effects.

Case 11(2)

Could a court issue an injunction/protective measures if the trade mark for which the protection
is sought was registered abroad?

If the trade mark for which the protection is sought was registered abroad, the competence
of the Croatian court to issue an injunction or protective measure would depend on
whether the criteria for the jurisdiction are met. The registration of the right abroad is not
among the explicitly provided criteria. Nevertheless, the Croatian courts have not had the
opportunity to rule on this point.

Case 11(3)

Would a court in your country require the person seeking issuance of provisional measures 10
grant a guarantee?

A Croatian court would not normally require the person seeking issuance of provisional
measures (o grant a guarantee. A person seeking the issuing of preliminary measures related
to pecuniary claims has to prove: a) the likelihood that the claim exists, and b) the risk that
in the absence of such measures the other party will prevent or make it significantly more

S See eg Art 147 of the Enforcement Act.
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difficult to collect on a claim by transferring, hiding or otherwise dispasing of her proper-
tv.2* However, the court may dispense with these conditions provided the person seeking
the provisional measures provides a guarantee to indemnify any damage that might be suf-
fered by the other party.**

There is also no general provision on guarantees for the person seeking issuance of pre-
jiminary measures. However, there is a possibility that the other party may request that a
guarantee be provided by the person seeking the preliminary measure and the court will
order that in the amount of potential damage 10 the other party. Such court order is avail-
able only where the preliminary measure is requested on either of the bases: a judgment
rendered due to recognition of the claim by the defendant, which has been appealed, or a
court settlement or an administrative settlement establishing that the debt has not yet
matured, which has been challenged by an appropriate legal remedy.?*

Case 11(4)

Would a court of your country be pre-empted from issuing an injunction if the parties had sub-
mitted the dispute to arbitration proceedings?

Croatian courts would not be pre-empted from issuing a preliminary or provisional injunc-
tion if the parties had submitted the dispute to arbitration proceedings; both the courts
and the arbitration tribunals may issue a preliminary or provisional measure in the matter
covered by the arbitration agreement.® However, the Croatian courts would be pre-
empted from issuing an injunction on the merits {which is of permanent, and not of
preliminary or provisional nature}, ic a judgment to cease infringing acts, if the parties had
submitted the dispute to arbitration proceedings because the valid arbitration agreement
derogates the courts’ competence.

Case 11(5)

If the claimant asked to issue¢ an injunction to cease infringing acts, would a court in your country
conceive of ans injunction to cease as a procedural or substantive measure?

If the claimant asked to issue a preliminary or provisional injunction to cease infringing
acts, a Croatian court would probably conceive this type of injunction as a procedural
measure. It has been submitted that the procedural litigation law does not only regulate the
form of the acts (including measures) that are taken, but also the basic substantive precon-
ditions concerning the enforcement of the rights, which have to be met.” The Enforcement
Act, which also regulates preliminary and provisional measures, is based on the assumption
that enforcement is ordered and carried out in Croatia on the basis of the Enforcement Act,
meaning that the Croatian court will not apply foreign laws in establishing the require-
mendts for issuing a preliminary or provisional measure to be carried out in Croatia.

On the other hand, the formal aspects of an injunction on the merits (which is of a per-
manent, rather than preliminary or provisional nature), ie a judgment to cease infringing
acts would be conceived as procedural (a form of the statement of the claim, or course of

% art 296(1) of the Enforcement Act.
33 Art 301(1) of the Enforcement Act.
Art 283{2} of the Enforcement Act
=7 Arts 16 and 44 of the Arbitration Act.
2 Triva and Dika, above n 122, 7.
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the proceedings etc), while the aspects related to the merits would be regarded as substan.-
tive {grounds for claim, types of claims, or amount of damages, etc).

Case 12: Securities in Intellectual Property

In order to get a loan from Bank B, A decides to use intellectual property rights and royalties from
those intellectual property rights as collateral. A fails to repay the loan. Assuming that A js 5
national of country X and B is a bank in country Y;

Case 12(1)
Could intellectual property rights be used as collateral pursuant 1o the law of your country?

In order to get aloan from Bank B, A decides to use intellectual property rights and royal-
ties from those intellectual property rights as collateral. A fails to repay the loan. Assuming
that A is a national of country X and B is a bank in country Y, the intellectual property
rights and royalties from those intellectual property rights could be used as collateral pur-
suant to the Croatian law. Unlike for instance the Patent Act and the Trade Mark Act, * the
Copyright and Related Rights Act does not provide for the possibility to establish a security
right over a copyright. The Copyright and Related Rights Act only provides that the
enforcement is permissible, not on the copyright itself, but on the economic benefits
acquired through its use (royalties}.”® By analogy one could conclude that the copyright
may not be used a collateral, only the royalties deriving from it. On the other hand, the
interpretation might be that the legisiator intended not to aliow that either the copyright or
the royalties deriving from it may serve as security for payment of debt.

Case 12(2)

What Jaw would be applied 10 such issues as the creation, effectiveness against third parties, prior-
ity and the enforcement of these security rights?

To the knowledge of the author of this chapter, the issue of what law governs the creation,
effectiveness against third parties, priority and the enforcement of these security rights has
not been decided by the Croatian courts. The scholarly opinion has stated in respect to
most of these issues that they should be governed by the lex loci protectionis. !

Case 12(3)

Would a court of vour country apply the same law to registered and non-registered intellectual
property rights?

The author of this chapter would expect that the same law would be applied to registered
and non-registered intellectual property rights in the context of secured transactions, but
there is no case law to confirm this opinion.

% See eg Art 62a{1) of the Patent Act and Art 40(1) of the Trade Mark Act.
 Art 43 of the Copyright and Related Rights Act.
21 See above 1.3,4,

France
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